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I. Introduction

At the January 20 2005 meeting of the Florida Bar Business Law Section s Intellectual Property
Committee , the Committee voted to form a subcommittee to analyze and provide technical input
on S.B. 678 and its counterpart , H.B. 845. (Copies of these bils are attached hereto as Exhibits

. "

A" and "B" respectively.) The law proposed by these bils was predicated on a model bil
prepared by the International Trademark Association ("INTA") and is commonly referred to as
INTA' s Model State Trademark Bil ("MSTB"

At the outset , the subcommittee questions whether there is a need for the wholesale replacement
of Florida s current trademark statute as contemplated by the bils, although certain minor
amendments would be in order. After analyzing the bils and eliciting input from the Florida
Department of State s Division of Corporations

l (the agency responsible for maintaining the
state s system of trademark registration), the subcommittee has determined that certain
provisions of the bils may not sufficiently take into account the particular needs of the citizens
of this state or the financial and administrative impact that adoption of the proposed law would
have on the Division of Corporations. The subcommittee is also concerned that that some of the
proposed amendments may not fulfil the stated purpose of the bils , i.

, "

to provide a system of
state trademark registration and protection substantially consistent with the federal system of
trademark registration and protection under the Trademark Act of 1946. (See B. 678 and

B. 845 20 (proposed 495. 171(2).). In light of the foregoing, the subcommittee makes the
following technical recommendations with regard to the consideration of these bils.

I The comments of the Department of State s Division of Corporations are based upon input received from Jay
Kassees , head of the Department of State s Division of Corporations.
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II. Background

Florida s present trademark statute , ~~ 495.011-495. 181 , Fla. Stat. , was enacted in 1967 , Ch. 67-
, Laws of Fla. This statute was based upon INTA' s 1964 model bil (when INTA was then

known as the United States Trademark Association). The law was last amended substantively in
1990 , when , among other things , the Florida legislature added a name reservation provision to
the law. (A copy of the 1990 Act amending the statute , Ch. 90-222 , Laws of Fla. , is attached
hereto as Exhibit "C."

In September 1992 , INTA' s Board of Directors approved a proposal revising the 1964 MSTB to
reflect what the organization felt were the "current needs of intrastate and regional commerce
while harmonizing state trademark practices with recent changes in federal trademark law. (See

INTA White Paper on New Model State Trademark Act , a copy of which is attached hereto as
Exhibit " ) INTA subsequently amended the dilution provision of the new MSTB to make it
consistent with the Federal Trademark Dilution Act of 1996.

INT A has advised our subcommittee that the MSTB has been adopted in 26 states , although we
do not know what amendments or modifications may have been made to the proposed law in the
various states in which it has been adopted.

On January 12 , 2005 , Senator Campbell introduced S.B. 678 , which incorporates the MSTB in
most respects. The bil has been referred to the Commerce and Consumer Services Committee.
On February 15 , 2005 , Representative Galvano introduced H.B. 845.

III. Summary of Bils; Comments and Technical Input.

Section 1. Popular Name. This section proposes to name Chapter 495 "Registration and
Protection of Trademarks Act.

Comments: None.

Section 2. Definitions . This section , amending ~ 495.011 , revises many of the definitions in the
present statute to conform with the definitions contained in the federal trademark act (the
Lanham Act"). It also adds new terms and deletes some of the terms that are defined in the

present law.

Comments:

A. The proposed definition of "abandonment" is not consistent with the Lanham Act definition
of this term. Under the Lanham Act , nonuse of a mark for 3 consecutive years constitutes prima
facie evidence of abandonment see 15 U.S.C. ~ 1127 , while under the proposed law , 2 years of
nonuse would constitute prima facie evidence of abandonment. Since the stated (and laudable)
intent of the proposed law is to "provide a system of state trademark registration and protection
substantially consistent with the federal system " it would appear that these definitions should be
harmonized.
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B. The proposed law deletes the definitions of "Certification Mark" and "Collective Mark.,,
The reason for the deletion is that under the proposed law , protection would no longer be
available for these types of marks. As explained in somewhat more detail below , the protection
that these marks afford is important to consumers and the associations and supervising agencies
that hold such marks. Additionally, offering protection for these types of marks would be
consistent with federal law. Accordingly, due consideration should be given to retaining the
provisions of the current law that afford protection for these types of marks, and therefore
including these terms in the definition section of the law. (If protection for such marks is
retained , then the definition of "Mark" would also need to be amended to include collective and
certification marks consistent with the current law.

C. The proposed law deletes the definition of "Related Company." If the substantive Related
Company provision of the law is retained however, as suggested in the discussion regarding ~
495.041 below , then retaining this definition would be important.

Section 3. Registrability. This section amends ~ 495.021 by making technical revisions to
existing terminology. Substantively, it deletes the provision regarding registration of collective
and certification marks , ~ 495.021(2).

Comments:

A. As noted above , due consideration should be given to the importance of retaining in the law
the provisions for registration and protection of collective marks and certification marks. Many

. associations and certifying agencies depend upon this protection to enforce compliance with their
rules and regulations , and consumers necessarily rely upon such marks for assurance that those
who use them are in fact complying with the rules and regulations under which their use is
governed. As a technical matter, the bil also does not address what happens with existing
registrations for certification and collective marks.

B. In subsection 5(c) of this section , the term "substantially exclusive" has been deleted from the
provision that presently allows the Department of State to consider "substantially exclusive and
continuous use" of a mark in determining acquired distinctiveness. In order to be consistent with
the federal counterpart , Section 2(f) of the Lanham Act, 15 U.S.c. ~ 1052(f), this terminology
would need to be changed.

C. Under the proposed law , all references to the "Department of State" have been changed to
Secretary." The bils define "Secretary" as "the Secretary of State or the designee of the

secretary charged with the administration of this chapter. The Division of Corporations
questions the propriety of this change in terminology. To be technically correct and consistent
with present practice, all references to "Secretary of State" would need to be changed to
Department of State" (in which case the definition of "Secretary" would become extraneous).

2 Examples of Florida collective and certification marks include ASSOCIATION OF FLORAL IMPORTERS OF
FLORIDA (Reg. No. T96000000960), a collective mark owned by The Association of Floral Importers of Florida
used by its members to indicate membership in the association , and the certification mark KM and Design (Reg. No.
T04000000809), owned by The Vaad Hakashrus of Miami-Dade, Inc. , used to certify kosher food , milk and
beverages. Other well known collective and certification marks include the Underwriters Laboratories ' UL
certification mark used on electrical appliances and REALTOR ASSOCIATE used to indicate membership in the
National Association of Realtors.
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D. Proposed ~ 495.021(6) would delete the following provision: "Registration shall not be
denied solely on the basis of reservation or registration by another of a corporate name or
fictitious name that is the same or similar to the mark for which registration is sought." The
Division of Corporations and the subcommittee note that this is the current law and policy, and
are concerned that deleting this provision might have the unintended consequence of implying
that registration could be denied solely on the basis of reservation or registration by another of a
corporate name or fictitious name that is the same or similar to the mark for which registration is
sought. That result would appear to be contrary to law.

Section 4. Reservation. This section only contains a technical amendment to the language' of ~
495.027 , although that does not appear to be consistent with the MSTB.

Comments:

It was obviously INTA' s intent to delete this entire section. The Division of Corporations
receives approximately 250 reservation applications per year, but neither the Division of
Corporations nor this subcommittee have a strong opinion one way or another as to whether this
provision remains , although the intent of the law is laudable.

Section 5. Application for Registration.
trademark application requirements.

This section rewrites the current law governIng

Comments:

A. Proposed ~ 495.031(1)(a) refers only to corporations and partnerships when referring to types
of business entity applicants. Because there are other types of business entities that may apply
for registration , it would be more appropriate to use broader language such as "a business entity
registered with the Department of State. (This comment would apply throughout the bils
wherever business entities are referred to.

B. The Division of Corporation s comment above regarding business entities "registered with
the Department of State" is consistent with its policy of requiring that all business entity
applicants be authorized to transact business in Florida under ~ 607. 1501 , Fla. Stat. (or the

parallel provisions under the partnership and LLC statutes). However, since there may be
business entities that apply for trademark registration in Florida, but which do not " transact
business within this state" for purposes of those statutes , consideration should be given to an
amendment that clarifies this issue. For example, it may be appropriate to require that
applicant' s who do not transact business in this state within the meaning of the relevant statutes
designate a person upon whom notice or process in proceedings affecting the mark may be
served , consistent with Section l(e) of the Lanham Act , 15 US.C. ~ 1051(e).

C. Proposed ~ 495.031(1)(d) includes a requirement that the applicant state that "no other person
has registered, either federally or in this state. 

. . 

such mark." Under the present law , the
applicant need only state that "no other person except a related company has the right to use such
mark in this state. . . ." Because the rights of an applicant may be superior to the rights of a
federal registrant (such as in the case of prior use), the proposed change would not appear to be
consistent with the law. In other words , if the law were amended as proposed , the existence of a
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federal registration would constitute an absolute bar to a state registration even though the state
applicant may have superior rights.

D. Proposed ~ 495.031(2) includes a provision that allows the "secretary" to require that the
applicant state whether it has also filed an application for federal registration, and if so , to
provide full particulars of such application. This requirement may be unduly burdensome on
applicants and could create a trap for the unwary. Information on federal applications is
available to the Department of State from the United States Patent and Trademark Office

USPTO") website. Requiring an applicant to provide such information could have the
unintended consequence of giving rise to liability for failing to disclose information that the
applicant did not consider relevant, had no access to , or was simply unaware of. Becaw;eof
these considerations , serious consideration should be given to deleting this provision.

Section 6. Filing of Applications. This section would create a new ~ 495.035 , governing the
examination of applications.

Comments:

A. Based upon a reading of the MSTB , the intent of the bil was presumably to delete 
495.041 (Use By Related Companies) and 495.051 (Disclaimers), but the bil does not appear to
do so. The provision regarding use of a mark by related companies is an important rule of law
and it would need to be retained to remain consistent with Section 5 of the Lanham Act, 15
U.S.c. ~ 1055. Deleting this provision might have the unintended consequence of suggesting

. that use of a mark by a related company does not inure to the benefit of the owner of the mark. It
should also be noted that the corresponding provision of the Lanham Act contains this additional
provision: "If first use of a mark by a person is controlled by the registrant or applicant for
registration of a mark with respect to the nature and quality of the goods or services , such first
use shall inure to the benefit of the registrant or applicant , as the case may be." To be consistent
with the Lanham Act , this additional language would need to be added to the Florida statute.

B. Since the provision regarding disclaimers is contained in proposed section 495.035(2),
deletion of section 495.051 would appear to be appropriate.

C. Proposed ~ 495. 035(1) provides that upon the filing of an application for registration , the
secretary may cause the application to be examined for conformity with the law. The Division of
Corporations suggests that to avoid an issue concerning when its obligation to examine an
application commences , consideration be given to changing "filing" to "receipt.

D. Proposed ~ 495.035(2) deals with changes made to the application during the examination
process. Consistent with its cunent practice , the Division of Corporations suggests that the term
amendments" be changed to "corrections. Consistent with that change , the Division of

Corporations also suggests that the term "correct" be substituted for the term "amend." The
subcommittee notes that this change could be significant if a correction to an application (as
opposed to "amendment ) is deemed to affect the application filing date. (See, e. proposed ~

495.035(7) (governing the treatment of competing applications for the same mark)). To avoid

3 The subcommittee also notes that the filing date of a federal application is significant for purposes of determining

the date of constructive use of a mark. See 15 U. c. 9 1057. Although Florida does not have a corresponding
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any confusion on this point as to how an amendment or correction would affect an applicant's
priority, consideration should be given to including a provision in the law specifying when an
applicant wil be accorded a filing date , and also indicating that a properly entered amendment or
conection would not affect such filing date.

E. Proposed ~ 495.035(5) provides that an applicant has a "reasonable period of time specified
by the secretary in which to reply or amend the application." For consistency, and to avoid
uncertainty, a specified period of time for responding could be set by statute. The practice of the
USPTO is to allow an applicant six months to respond to an "Office Action." In the case of a
state application , consideration should be given to allowing an applicant three months within
which to respond to a refusal to register a mark, but that for good cause (such as during the
pendency of litigation involving the mark), the Division could be given authority to extend that
period of time , or suspend the application process , consistent with the practice of the USPTO.

F. Proposed ~ 495.035(6) provides that an applicant may fie a petition for writ of mandamus to

compel registration following a denial by the secretary. The Division of Corporations is
concerned about the burden this provision may place on the Division , and estimates that it may
result in an additional cost to its operations of roughly $350 000 per year. At a minimum, and
for practical purposes , consideration should be given to including a venue provision , requiring
that such actions be maintained in Leon County. In any event, since such actions are presumably
already authorized by law , consideration should be given to whether it is even necessary to
specifically provide for them by statute.

. G. Proposed ~ 495.035(7) instructs the secretary on how to deal with conflcting applications for
registration of the same mark. As noted above , the inclusion of this provision would seem to
compel inclusion of an additional provision specifying when one is entitled to receive a filing
date and how subsequent amendments to an application might affect that date.

Section 7. Certificates of Registration. This section makes technical amendments to the
language of 495. 061 , and deletes the provision of the statute which provides that the certificate
of registration constitutes prima facie evidence of the validity of the registration , the registrant's
ownership of the mark, etc. This section also deletes 495.061(3), the provision regarding the
rights that stem from reservation of a mark under ~ 495.027.

Comments:

A. The proposed amendment deleting the evidentiary effect of a registration would remove a lot
of the "teeth" from existing trademark law. One of the primary benefits of a registration is the
evidentiary value it provides to the registrant in an action for infringement. Because deleting this
provision would significantly affect a registrant's rights , consideration should be given
maintaining the status quo.

B. The name reservation provision should be deleted as proposed, but only if 9 495.061(3) is
also deleted , as discussed above.

constructive use provision , query whether Florida courts would adopt that provision by judicial fiat given that the
stated intent of the law is to follow federal law.
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Section 8. Duration and Renewal. This section amends 9 495.071 by, among other things
shortening the renewal period of a registration from 10 years to 5 years.

Comments:

A. The stated purpose of this amendment is to "reduce the number of ' deadwood' registrations.
(See INT A White Paper, 9 6.) To remain consistent with federal law, serious consideration

should be given to retaining the present 10 year duration of a registration. Additionally, the
Division of Corporations is concerned about the burden this amendment would place on the
Division because it would require that it maintain a dual system for tracking registrations , one to

track existing 10 year registrations , and one to track newly issued 5 year registrations. In order
to deal with the "deadwood" issue that the MSTB is designed address , consideration should be
given to adopting a provision similar to the Lanham Act provision which requires that registrants
file an affidavit of use during the fifth year of the registration. In any event, the Intellectual
Property Committee could assist the department in implementing such a system.

B. The Division of Corporations is also concerned about the administrative burden that would be
placed on the Division by requiring that registrants submit a specimen of use with each renewal
application as contemplated by proposed 9 495.071(4).

C. The Division of Corporations suggests that that it may be more practical to specify the
renewal fee by statute rather than allowing it to be set by rule.

. Section 9. Assignments; changes of name; other instruments. This section amends the "bona
fide purchaser for value provision" of the trademark statute , requiring that an assignment of a
registration be recorded within three months after the assignment or prior to the subsequent
purchase. This change mirrors the federal law. See 15 US.C. 9 1060(a)(4). It also adds a

provision allowing for the recordation of name change amendments and other instruments
affecting ownership in a mark.

Comments:

A. Proposed 495.081(2) deals with registrants or applicants who change their name, and
provides for the recording of a "certificate of change of name." The Division of Corporations is
very concerned about the administrative burden that this would place on the Division. The
subcommittee also questions the need for this provision given that any formal corporate name
change would presumably be reflected in the appropriate corporate records of the state in which
the registrant is organized. Additionally, although the provision of this subsection that would
authorize the issuance of a new certificate of registration in the registrant's new name appears
appropri ate , the bill erroneously refers to the registrant/applicant as "assignee.

B. Proposed 495.081(3) provides for the recordation of other instruments affecting a mark
such as licenses , security interests , mortgages , etc. As noted above , the Division of Corporations
is very concerned about the administrative burden this amendment would impose on the
Division. The subcommittee notes that because the language of this provision is not mandatory,
the Division s concerns may be alleviated: "Other instruments. . . may be recorded in the
discretion of the secretary. In any event, consideration should be given to an amendment
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referencing Ch. 679 , Fla. Stat. (Uniform Commercial Code - Secured Transactions), providing
that security interests in trademarks be created and perfected in accordance with such law.

Section 10. Records . This section adds a provision regarding the additional types of documents
that may be recorded pursuant to 9495.081.

Comments:

As noted above , the Division of Corporations is concerned about the administrative burden that
would accompany any amendments that impose an obligation on the Division to allow for the
recording of new types of instruments. 

Section 11. Cancellation This section deletes the provIsIOn of 9 495. 101 regarding the
cancellation of certification marks.

Comments:

As noted above , the provisions governing the protection of collective marks and certification
marks are an important feature of trademark law. Accordingly, if those provisions are retained
the provision governing cancellation of certification marks should be retained as well. (For
language consistent with the Lanham Act see 15 US.C. 1064(5) (note addition in federal law of
provision regarding advertising by the owner of a certification mark)).

. Section 12. Classification. This section amends 9 495. 111 by providing that the secretary
conform

, "

to the extent practical " the classification of goods and services to the classification
system adopted by the USPTO.

Comments:

In order to avoid complex rulemaking procedures , the Division of Corporations suggests that it
may be more practical to amend the statute to specifically list the class numbers and headings of
the updated international classification system (similar to how the statute is currently written).
Consideration should thus be given to amending the bills to specifically include the cunent
international classification system with its headings. (See Exhibit "E" attached hereto.) The

original language of 9 495. 111 would thus remain intact. (Cf 15 U.sC. ~ 1112.

Section 13. Fraudulent Registration. This section only changes the words "Department of
State" to "secretary.

Comments:

As noted above, the Division of Corporations questions the propriety of this change in
terminology, and suggests that it may be more appropriate if all references to Department of
State remain unchanged from the current law.

Section 14. Infringement. The section amends the language of 9 495. 131 in regard to the
recovery of profits or damages.
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Comments:

A. The current law provides that a registrant is not entitled to recover profits or damages under 9
495. 131(2) unless the infringing acts were commtted with "knowledge that such mark is
intended to be used to cause confusion. .." Under the proposed law , the word "knowledge" is
deleted , and the provision is reworded to provide that a registrant is not entitled to recover profits
or damages under 9 495. 131 (2) unless the infringing acts were committed with "the intent to
cause confusion. . ." Since the original language mirrors federal law , 15 US. c. 9 1114(1), the
subcommittee questions whether it would be appropriate to amend the statute with inconsistent
language.

B. The subcommittee notes that drafters the current statute appear to have intended to track the
language of 15 US.c. 9 1114(1)(b), but that the wording "on or in connection with which such
use is likely to cause confusion , or to cause mistake , or to deceive" has been left out. Thus , this
amendment might have the unintended result of creating liability without regard to the presence
of likelihood of confusion - the hallmark of infringement. The subcommittee suggests that
consideration be given to amending the bils to track the language of 15 US.c. 9 1114(1)(b).

Section 15. Remedies. This section amends 9 495. 141 by adding an attomey s fee provision
and by deleting the burden shifting provision on proof of damages , namely the provision stating
that a plaintiff is only required to prove the defendant's sales , and that the defendant must prove
all elements of cost or deduction claimed, following 15 US.c. ~ 1117(a).

Commen ts:

A. Since the amendment would cause state law to be inconsistent with federal law on the burden
shifting provision on damages , consideration should be given to allowing the present law to
remain unchanged.

B. The amendment appears to codify federal law on the standard for awarding attorney s fees to

a prevailing plaintiff. However, there would still be uncertainty as to the standard for awarding
fees to a prevailing defendant. Thus , consideration should be given to codifying the standard
under which a prevailing defendant should be awarded its attomey s fees.

Section 16. Venue and service on out-of-state registrants. This section creates a new provision
in the statute , 9 495. 145 , which specifies the venue for cancellation and mandamus actions.

Comments:

A. Proposed ~ 495. 145(1) provides that cancellation and mandamus actions may be brought "
any court of competent jurisdiction." As noted above , the Division of Corporations is concerned
about the additional administrative burden this statutory provision could create. Consideration
should be given to specifying that the venue for such actions be limited to Leon County.

B. Proposed 9 495. 145(2) provides that in an action against a nonresident registrant, service may

be effected upon the secretary as agent for service upon the nonresident "in accordance with the
procedures established for service upon nonresident corporations and business entities under 9
48.081." Presumably, the drafters of this provision intended to reference 9 48. 181 , Fla. Stat.
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(Section 48.081 specifies the method for effecting service on corporations generally. Section
48. 181 specifies the manner for effecting service upon nonresidents who engage in business in
this state.) Again , the Division of Corporations is concerned about the administrative burden this
provision might impose. As such, the subcommittee suggests that consideration be given to
amending the bils to simply provide that service upon a nonresident registrant be effected in
accordance with 9 48. 181.

Section 17. Iniury to Business Reputation; Dilution. This section substantially amends the
dilution statute , 9495. 151 , bringing the provision in line with federal law , 15 US. C. ~ 1125(c).

Comments:

A. Although the present standard for liability under federal case law is now "actual dilution
see Mosely v. V. Secret Catalogue, Inc. 537 US. 418 (2003), the trademark bar favors a

likelihood of dilution" standard. Indeed, INT A itself gave testimony before a Congressional
committee supporting such a change in the law.

4 As such , the subcommittee suggests that the
sponsors of the bils consider amended the bils to reflect this preferred standard, i. , that

liability be imposed where the plaintiff can prove a likelihood of dilution , as opposed to being
required to prove actual dilution.

B. The remedy provision of this section may be ambiguous. Specifically, 9495. 151(2) provides
that "the owner shall be entitled to the remedies set forth in this chapter." The remedies for

. infringement are set forth in 9 495. 141 , but are only available to "owner(s) of a mark registered
under this chapter." To avoid ambiguity, the subcommittee suggests consideration of a provision
in the bils that would clarify that the remedies set forth in 9 495. 141 are available to a plaintiff
suing under this section regardless of whether or not its mark is registered in Florida.

Section 18. Common-law Rights.
language of ~ 495. 161.

This section only makes a technical amendment to the

Comments: None.

Section 19. Fees. This section creates 9 495. 165 , which authorizes the secretary to prescribe
reasonable fees for trademark services.

Comments:

As noted above , the Division of Corporations suggests that the trademark fees be set by statute
rather than by rule.

Section 20. Effective Date; Intent of chapter. This section combines 99 495. 171 and 495. 181

dealing with the effective date of the law and construction of the law.

See Testimony of Jacqueline A. Leimer , President, INTA, before the Subcomm. on Courts , the Internet and
Intellectual Property Comm. on the Judiciary, United States House of Representatives, April 22 , 2004 , a copy of
which is attached hereto as Exhibit "
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A. The subcommittee notes that the bils do not indicate that ~ 49. 181 is to be deleted. This was
presumably the intent of the drafters.

B. INT A' s white paper suggests that the intent of this proposed law is to repeal prior acts
inconsistent herewith. " This language does not appear in the bils. The subcommittee suggests

that the legislature consider repealing any inconsistent law , such as 99 506.06 - 506. , Fla. Stat.
(the only remaining provisions of Florida s Stamped or Marked Containers and Baskets Law).
The other provisions of Chapter 506 were repealed under a bil entitled "An Act relating to the
Florida Statutes; repealing various statutory provisions that have become obsolete , etc. Ch. 200-
272 ~ 1 Laws of Fla. These statutes do not appear to have been cited since 1935.

Section 21. Severability. This section provides that if a provision of the act is held invalid, the
invalidity would not affect the other provisions of the Act.

Comments: None.

Section 22. Effective Date . This section provides that the Act would take effect July 1 2005.

Comments:

The Division of Corporations does not believe that it would be able to implement the changes
contemplated by the proposed law until January 2006. Thus consideration should be given to
postponing the effective date of the law if it is passed.
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EXHIBIT A

B. 678
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Florida Senate - 2005

By Senator Campbell

32- 739-05

A bill to be entitled

SB 678

See HB

CODING: Words 3tricJccn are deletions; words underlined are additions.

An act relating to trademarks; creating 

495. 001, F. ; providing a popular name;

amending s. 495. 011, F. ; providing

definitions; amending s. 495. 021, F.

precluding registration of certain marks;

amending s. 495. 027, F. S. ; conforming

provisions; amending s. 495. 031, F.

providing requirements for information to be

contained in an application for registration of

a mark; authorizing the Secretary of State to

require certain information in an application;

requiring the application to be signed and

verified by oath; requiring the application to

be accompanied by three specimens showing the

mark; requiring the application to be

accompanied by a fee; creating s. 495. 035,

F. S. ; providing filing guidelines for

applications; amending s. 495. 061, F.

providing for the issuance of a certificate of

registration by the secretary; amending 

495. 071, F. S. ; providing guidelines for the

renewal of marks; providing duration of

effectiveness for the mark; amending 

495. 081, F. ; providing for the assignability

of marks; providing for change of name

certificates for registrants; authorizing

certain instruments to be recorded; providing
acknowledgment of recording as prima facie

evidence of the execution of an assignment or

other instrument; authorizing a photocopy of



Florida Senate - 2005
32- 739-

any instrument to be acceptable for recording;

sa 678
See HB

CODING: Words 3tricJccn are deletions; words underlined are additions.

amending s. 495. 091, F. ; requiring the

secretary to record all marks registered with

the state; amending s. 495. 101, F. ; requiring

the secretary to cancel certain marks; amending

s. 495. 111; F. S., requiring the secretary to
establish a classification of goods and

services; amending s. 495. 121, F. ; conforming

provisions; amending s. 495. 131, F.

conforming provisions; amending s. 495. 141,

F. S. ; providing remedies for the unauthorized

use of a mark; removing provisions regarding

the assessment of plaintiff' s profits; creating

s. 495. 145, F. ; providing a forum for actions

regarding registration; providing service on

out- of- state residents; amending s. 495. 151,

F. S. ; providing for an injunction in cases of

dilution of a famous mark; providing factors to

consider in determining a mark to be famous;

providing damages in certain circumstances of

dilution; amending s. 495. 161, F. ; deleting

provisions relating to the diminishing of

certain common- law rights; creating s. 495. 165,

F. S. ; requiring the secretary to prescribe

certain fees; amending 495. 171, F.

providing application and legislative intent;
providing for severability; providing an

effective date.

Be It Enacted by the Legislature of the State of Florida:
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Section 1. Section 495. 001, Florida Statutes,
created to read:

495. 001 Popular name. --This chapter ma v be cited as

the " Reaistration and Protection of Trademarks Act.

Section 2. Section 495. 011, Florida Statutes,
amended to read:

(Substantial rewordina of section. See

s. 495. 0ll, F. S., for present text.

495. 011 Def ini tions. --As used in this chapter:
Abandoned" applies to a mark when either of the(l )

followina occurs:
When its use has been discontinued with intent not(a)

to resume such use. Intent not to resume use mav be inferred

from circumstances. Nonuse for 2 consecutive vears shall

consti tute prima facie evidence of abandonment.

When an course of conduct of the owner includina
acts of either omission or commission, causes the mark to lose

its sianificance as a mark.

Applicant" means the person filina an application

for reaistration of a mark under this chapter and the leaal

representatives, successors or assi ns of such erson.
(3 ) Dilution" means the lessenin of the ca acit

a mark to identify and distinauish aoods or services,
reaardless of the presence or absence of:

Competi tion between the owner of the mark and

other parties.
Likelihood of confusion, mistake, or deception.

(4 ) Mark" includes an trademark or service mark

enti tled to reaistration under this chapter whether or not

reaistered.
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(5 ) Person " and an other word or term used to

desiqnate the applicant or other partv entitled to a benefit

or privileqe or rendered liable under the provisions of this

chapter, means a iuristic person as well as a natural person.

The term " iuristic person " includes a firm, artnershi
corporation, union association or other or anization ca able

of suinq and beinq sued in a court of law.

( 6) istrant" means the erson to whom the

reqistration of a mark under this chapter is issued, and the

al re resentatives successors, or assiqns of such person.
(7 ) Secretar " means the Secretar of State or the

desiqnee of the secretarv charqed with the administration of

this chapter.
Service mark" means anv word, name, symbol,

device, or any combination thereof, used bv a person to

identifv and distinquish the services of such person,

includinq a unique service, from the services of others, and

to indicate the source of the services, even if that source is

unknown. Distinctive features of radio or television proqrams,

includinq, but not limited to, ti tIes and character names used
bv a person, may be reqistered as service marks

notwi thstandinq that the person or the proqrams may advertise
the qoods of the sponsor.

Trademark" means anv word, name, mbo device

or any combination thereof, used bv a person to identifv and

distinquish the qoods of such person, includinq a unique

from those manufactured or sold bv others, and toroduct 

indicate the source of the qoods, even if that source is

unknown.

(10 ) Trade name " means an name used b erson to

identify a business or vocation of such person.
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(11) Use " means the bona fide use of a mark in the

ordinarv course of trade. and does not include the use of a

trademark or service mark merelv for the purpose of reservinq

a riqht in the trademark or service mark. For the purposes of

this chapter. a mark sha11 be deemed to be in use when it is

placed on qoods. their containers or the displavs associated

therewith. on the taqs or labels affixed thereto. or. if the

nature of the qoods makes such placement impracticable. then

on documents associated with the qoods or their sa1e. and such

qoods are sold or transported in commerce in this state. and a

service mark shall be deemed to be "used" when it is used or

displaved in the sale or advertisinq of services and the

services are rendered in this state.
Section 3. Section 495. 021, Florida Statutes, is

amended to read:
495. 021 Registrability. 

A mark by which the goods or services of any

applicant for registration may be distinguished from the goods

or services of others shall not be registered if it:
il +c Consists of orT comprises or iRcludc3 immoral,

deceptive or scandalous matter; eT

il -f Consists of orT comprises or includc3 matter
which may disparage or falsely suggest a connection with

living or dead, institutions, beliefs, or nationalpersons,
symbols, or bring them into contempt, or disrepute; eT

D. Consists of orT comprises or incluac3 the flag
or coat of arms or other insignia of the United States, or of

any state or municipality, or of any foreign nation, or any

simulation thereof; eT
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l. Consists of orT comprises or iftelude3 the name,

signature or portrait of any living individual, except with

her or his written consent; eT

Consists of a mark which:l. 
l. +- When used on or in connection with applied to

the goods or services of the applicant is merely descriptive

or deceptively misdescriptive of them,

l. -2 When used on or in connection with app:ied to

the goods or services of the applicant is primarily

geographically descriptive or deceptively misdescriptive of

thcm or their 30uree or origin , or

Is primarily merely a surname, provided,kl:3-,
however, that nothing in this subsection paragraph shall
prevent the registration of a mark used in this state by the

applicant which has become distinctive of the applicant I s

goods or services in thiG 3tate or clGcJhere

The secretary Departmcnt of Otate may accept as evidence that

the mark has become distinctive, as used on or in connection

wi th applicd to the applicant' s goods or services, proof of

3ub3tal,tiall'i u(clu3i v c and continuous use thereof as a mark

by the applicant in this state or elsewhere for 5 years next

preceding the date on which the claim of distinctiveness is

made; or

l. -t Consists of or comprises a mark which so

resembles a mark registered in this state or a mark or trade

name previously used il, thiG Gta ,:c by another and not

abandoned, as to be likely, when used on or in connection with

applicd to the goods of the applicant, to causeor services

confusion or mistake or to deceive. RcgiGtration Ghall I,ot be
dCI, ied 3olel'i 01, the ba3i3 of re3erv atiol, or rcgi3trati61, bi
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another of a corporate name or ficti ioUG name that iG the

Game or 3ifuilar to the marlc for ich regi3tration i3 3ought.

Subject to the prov iGioRG relating to the(2 )

regi3tratior, of trademarJu and Gcrv ice mark3, 30 far a3 thcy

are applicable collectiv c ar,d certificati6L mark3 ir,cluding
indication:J of regional origin, Ghall be rcgi3trable uLder

thi3 chaptcr, ir, the 3ame mB.,ner aLa. .. i th thc Gaft.e effect a3

are trademarlu and oerv ice markG bJ perGOR3 and na i6r.

3tate:J, municipaliticG, and the like, eKerci3ing control o v er

the U3e of t1,e mark3 30ught to be i3tered, ev cr, tr,ough r,

p033cG3ing an indu3trial or commcrcial c3tabli3hmcnt, and ,Jhen

regi3tcrcd thc:! 31,all be er,titled to t1,e protectior. prov ided

in thi:J c1,apter in the ca3e of trademark3 ar,d 3er v ice markG.

Thc Dcpartmcnt of State ma) c3tabli3h a Geparatc re i3ter for

3uch collcctiv e mark3 ar,d certificatior, mark3.
Section 4. Subsection (3) of section 495. 027, Florida

Statutes, is amended to read:
495. 027 Reservation. --

Every request under this section shall be(3)

accompanied by a filing fee of $50, payable to the Department

of State, for each class of goods or services established
pursuant to a:J :Jpecificd in s. 495. 111, in connection with

which the mark is to be used.

Section 5. Section 495. 031, Florida Statutes,
amended to read:

(Substantial rewordinq of section. See

s. 495. 031. F. S., for resent text.
Application for reqistration. --495. 031

(1 ) Sublect to the limitations set forth in this
chapter, any person who uses a mark may file in the office of

the secretar in a manner complyinq with the requirements of
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an app1ication for reQistration of that mark,the secretar

includinQ, but not limited to, the followinQ information:
The name and business address of the person

applvinQ for such reQistration and, if a corporation, the

state of incorporation or. if a partnership, the state in

which the partnership is orQanized and the names of the

Qeneral partners, as specified by the secretary

The Qoods or services on or in connection wi 

which the mark is used and the mode or manner in which the

mark is used on or in connection with such Qoods or services

and the class in which such Qoods or services fall.
The date when the mark was first used anywhere and

the date when it was first used in this state bv the applicant

or a predecessor in interest.
A statement that the applicant is the owner of the

mark, that the mark is in use, and that, to the knowledQe of

the person verifyinQ the application, no other person has

reQistered, either federallv or in this state, or has the

riQht to use such mark either in the identical form thereof or

in such near resemblance thereto as to be likel v, when applied

to the Qoods or services of such other person. to cause

to cause mistake or to deceive.confusion,
The secretary may also require a statement as to

whether an application to reQister the mark, or portions or a

composi te thereof, has been filed by the applicant or a

predecessor in interest in the United States Patent and

Trademark Office and, if so. the applicant shall provide full

particulars with respect thereto, includinQ the filinQ date

and serial number of each application. the status thereof,
if any application was finallv refused reQistration orand
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has otherwise not resu1ted in a reqistration, the reasons

therefore.
The secretarv may also require that a drawinq of

the mark comp1 yinq with such requirements as the secretarv

may specify, accompany the application.
The application shall be siqned and verified by

affirmation, or declaration subiect to periurv laws, byoath
the applicant, a member of the firm, or an officer of the

corporation or association appl yinq.

The application shall be accompanied by three

specimens showinq the mark as actual 1 y used.
The application shall be accompanied bv the

application fee payable to the secretary.
Section 6. Section 495. 035, Florida Statutes, is

crea ted to read:

495. 035 Filinq of applications. 

Upon the filinq of an application for reqistration(l )

and payment of the application fee, the secretary may cause

the app1ication to be examined for conformitv with this

chapter.
The applicant shall provide anv additional

pertinent information requested by the secretary, includinq a

description of a desiqn mark and may make, or authorize the

secretary to make, such amendments to the application as mav

be reasonably requested by the secretarv or deemed by

app1icant to be advisable to respond to any reiection or

obi ect ion.
The secretary may require the applicant to

disclaim an unreqistrable component of a mark otherwise

reqistrable, and an app1icant may voluntarilv disclaim a

component of a mark souqht to be reqistered. No disclaimer
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shall preiudice or affect the applicant I s or reqistrant' s
riqhts then existinq or thereafter arisinq in the disclaimed

matter, or the applicant I s or reqistrant I s riqhts of
reqistration on another application if the disclaimed matter

be or shall have become distinctive of the applicant I s or

reqistrant I s qoods or services.
Amendments may be made by the secretarv upon the

application submitted by the applicant upon the applicant' s

reement or a new application mav be required to be

submi t ted.

If the applicant is found not to be entitled to

j stration the secretary shall advise the appl icant of the

reiection and of the reasons for reiection. The applicant

shall have a reasonable period of time specified bv the

secretary in which to replv or to amend the application, in
which event the application shall then be reexamined. This

procedure may be repeated until:
The secretary refuses reqistration of the mark; or

The applicant fails to replv or amend the

application within the specified time, whereupon the

application shall be abandoned.

If the secretary denies reqistration of the mark,

the applicant may seek a writ of mandamus to compel such

istration. Such writ mav be qranted, but without costs to

the secretarv, on proof that all the statements in the

application are true and that the mark is otherwise entitled

to reqistration.
In the instance of multiple applications

concurrently beinq processed by the secretary which seek

reqistration of the same or confusinqlv similar marks for the

same or related qoods or services , the secretarv shall qrant
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priori tv to the applications in order of filinq. If a
prior- filed application is qranted a reqistration. the other
application or applications shall then be reiected. Anv

rei ected applicant mav brinq an action for cancellation of the
reqistration upon qrounds of prior or superior riqhts to the

mark in accordance with the provisions of s. 495. 101.

Section 7. Section 495. 061, Florida Statutes, is
amended to read:

495. 061 Certificate of registration.
(1 ) Upon compliance by the applicant with the

requirements of this chapter, the secretarv Dcpartmcnt of

shall cause a certificate of registration to be issued

and delivered to the applicant. The certificate of

registration shall be issued under the signature of the

secretary of Statc and the seal of the state, and it shall

show the name and business address and, if a corporation 

partnership , the state of incorporation or the state in which

the partnership is orqanized and the names of the qeneral

partners , of the person claiming ownership of the mark in this
state, the date claimed for the first use of the mark anywhere

and the date claimed for the first use of the mark in this

state, the class or classes of goods or services on which the

mark is used, a reproduction of the mark , the registration

date and the term of the registration.

(2 ) Any certificate of registration issued by the

secretarv Departmcnt of Statc under the provisions hereof or a

copy thereof duly certified by the secretarv Dcpartmel,t of

shall be admissible in evidence as competent and

sufficient proof of the registration of such mark in any

action or judicial proceedings in any court of this state,-
3hall be prima facie e v idel,ce of the alidi t:l of thc
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regi trQtion , regiotrant I o ohnerohip of the marje, and of

regi3trant' 3 exclu3i v e rigLt to U3e the mark ir, thi3 3tate ir,
connection " i th the goodo or 3er iceD 3f)ecified ir, the
certificate, 3ubject to ar'1 c0!,ditior, o .51,d limitation3 3tated
therein

(3 ) COLtingent on the regi3tratior, of a mark under

tLi3 ehapter, tLe re3er atiar, af 3uch mark ba3ed on ir, ter,t to

uoe QO pro ided in thi chapter ohall be prima facie

idence of priori tl of o"nerohip of ouch mark " i thir, thio
3tate on or ir, c01d,ectioL " ith the goo.:'1 or oerv ice3 3pecified

in the reoerv Qtion again3t an) other per061., except for a

per30n \,L03e mark ha3 not bee1, abanda1,eel and "Lo, prior to

3uch re3erv ati01" ha3 uoeel tLe mark " ithi1, thi3 otatc OJ, or 
conncctior, .lith 3uch good3 or 3erv iceo.

Section 8. Section 495. 071, Florida Statutes, is
amended to read:

Duration and renewal.495. 071

(1 ) Registration of a mark hereunder shall be

effective for a term of 2 years from the date of

registration and, upon application filed wi thin 6 months prior
to the expiration of such term, in a manner complvina with the

reauirements of the secretarv on a form o be furniohed bi the

Department of Ctate , the registration may be renewed for a

like term beainnina at the end of the previous term . A renewal

fee of 07. 50 for each claoo of gOCel3 or oer ice3 " ith re3pect
to "Lich oueh rer, al io 3ought , payable to the secretarv
Departmer,t of Ctate , shall accompany the application for

renewal of the registration.

registration may be renewed for successive(2 )

periods of 2 years in like manner.
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(3) Any reqistration in effect on the date on which

this section becomes law shall continue in effect for the

unexpired term thereof and mav be renewed bv fi1inq an

application for renewal with the secretary comp1vinq with the

requirements of the secretarv and pavinq the renewa1 fee

therefor within 6 months prior to the expiration of the

reqistration Thc Departmcnt of Otatc 3hall I,otifji regi3trantB
of mark3 hereunder of the neccBBitji of rCfle.. al ..ithir, thc lcar
next preceding the u piratiofl of the 10 leiHB from the date of
rcgi3tratioI, bjl .. ritiI,g to the 1aBt kI,o.. L addrc33 of the
regi3trantB. The depClrtmcI.t Bhall pre3cribc the fOrJ!\3 on .. hich

to makc thc requircd I,otification and tl,c rcr,e..al ealled for

3ub3cctioL (1) and majl 3ub3titute the tl, iform bU3ifie33iI,

report, pur3uant to 3. C06. 0C, aB a meanB of BatiGfling the

rcquircn.eLt of thi3 part
(4 ) All applications for renewals under this chapter

whether of reqistrations made under this act or of

reqistrations effected under any prior act, shall include a

statement that the mark has been and is still in use and

include a specimen showinq actual use of the mark on or in

connection with the qoods or services iI, thiB 3tate, or tl,
it3 nOI,U3e i3 due to Gpecial c;i.rc;uffGtanc;eG I.hic;h eJ;eUBe 3uc;h

OI, U3e aI,d i3 I,Ot due to anji iLtCI, tioI, to ab6.I,doI, tLc mark

Section 9. Section 495. 081, Florida Statutes, is
amended to read:

495. 081 Assiqnments; chan es of name other
instruments 33ignment

Any mark and its registration hereunder shall be

assignable with the good will of the business in which the

mark is used or with that part of the good will of the

business connected with the use of and symbolized by the mark.

CODING: Words 3tricken are deletions; words underlined are additions.



Florida Senate - 2005
32- 739-

SB 678
See HB

Assignment shall be by instruments in writing duly executed

and may be recorded with the secretarv Depart!\,

(.,

t af Otate

upon the payment of a recordinq fee of $50 , payable to the

secretarv who Department of Ctate n ich, upon recording of the

assignment, shall issue in the name of the assignee a new

certificate for the remainder of the term of the registration

or of the last renewal thereof. An assignment of any

registration under this chapter shall be void as against any

subsequent purchaser for valuable consideration without

notice, unless such assignment is recorded with the secretarv
Department of State within 3 months after the date thereof or

prior to subsequent purchase at al'l time afteJ: tl.c c;;piratiol.
of 3uch 2 month period, ul, le33 an a33iejl. fl,

(..

t giv el. in

cOld.eetion n ith un) 3ubGequeht purchaGe i3 recore!ed n ith the

Departmu,t of Ctate prior to OJ: n ithil, 10 dalG after 3uch

aGGignment i3 recorded

(2 ) istrant or a licant effectin a chan e of
the name of the person to whom the mark was issued or for whom

an applieation was filed mav record a certificate of chanqe of

name of the reqistrant or applicant with the secretarv upon

the payment of the recordinq fee. The secretarv may issue in

the name of the assiqnee a certificate of reqistration of an

assiqned application. The secretary may issue in the name of

the assiqnee a new certificate or reqistration for the

remainder of the term of the reqistration or last renewal

thereof.
Other instruments such as licenses, security

or mort es which relate to a mark re istered orinterests,
application pendinq pursuant to this chapter, mav be recorded

in the discretion of the secretarv, provided that such

instrument is in writinq and dulv executed.
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Acknowledqement shall be prima facie evidence of

the execution of an assiqnment or other instrument and, when

recorded by the secretarv, the record shall be prima facie

evidence of execution.

A photocopy of any instrument referred to in this

subsection shall be accepted for recordinq if it is certified

to be a true and correct copv of the oriqinal by anv of the

or their successors.parties thereto,

Section 10. Section 495. 091, Florida Statutes, is
amended to read:

495. 091 Records. --The secretarv Departmcnt of Cta

shall keep for public examination a record of all marks

registered or renewed under this chapter , as well as a record

of all documents recorded pursuant to s. 495. 081

Section 11. Section 495. 101, Florida Statutes, is

amended to read:
(Substantial rewordinq of section. See

s. 495. 101, F. S., for present text.

495. 101 Cancellation. --The secretary shall cancel from

the reqister:
(l ) Any reqistration voluntarilv requested to be

canceled bv the reqistrant or the assiqnee of record.
All reqistrations qranted under this chapter and

not renewed in accordance with the provisions hereof.
Any reqistration which a court of competent

lurisdiction finds that:
The reqistered mark has been abandoned.

The reqistrant is not the owner of the mark.

The reqistration was qranted improperly.
The reqistration was obtained fraudulently.
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The mark is or has become the qeneric name for the

qoods or services, or a portion thereof, for which it has been

reqistered.
The reqistered mark is so similar, as to be likelv(f)

to cause confusion or mistake or to deceive, to a mark

reqistered bv another person in the United States Patent and

Trademark Office, prior to the date of the filinq of the

application for reqistration bv the reqistrant hereunder, and

not abandoned however should the reqistrant prove that the

reqistrant is the owner of a concurrent reqistration of a mark

in the United States Patent and Trademark Office coverinq an

area includinq this state, the reqistration hereunder shall

not be canceled.

Anv reqistration which a court of competent

lurisdiction orders canceled on anv qround.

Section 12. Section 495. 111, Florida Statutes, is
amended to read:

(Substantial rewordinq of section. See

s. 495. 111, F. S., for present text.

495. 111 Classification. --The secretary shall establish
a classification of ooods and services for convenience of

administration of this chapter, but shall not limit or extend

the applicant' s or reoistrant' s riqhts. A sinqle application

for reoistration of a mark mav include anv or all qoods upon

which, or services with which, the mark is actuallv beino used

indicatino the appropriate class or classes of qoods or

services. When a sinqle application includes qoods or services

that fall within multiple classes, the secretarv mav require

payment of a fee for each class. To the extent practicable,

the classification of qoods and services should conform to the
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classification adopted bv the United States Patent and

Trademark Office.
Section 495. 121, Florida Statutes,Section 13.

amended to read:

495. 121 Fraudulent registration. --Any person who shall
for herself or himself , or on behalf of any other person,

procure the filing or registration of any mark with the

secretarv Department of Ctate under the provisions hereof, by

knowingly making any false or fraudulent representation or

declaration, verbally or in writing, or by any other

fraudulent means, shall be liable to pay all damages sustained

in consequence of such filing or registration, and for

puni ti ve or exemplary damages, to be recovered by or on behalf
of the party injured thereby in any court of competent

jurisdiction.
Section 14. Section 495. 131, Florida Statutes,

amended to read:
495. 131 Infringement. - -Subject to the provisions of s.

495. 161, any person who shall:
(1) Use, without the consent of the registrant, any

reproduction, counterfeit, copy, or colorable imitation of a

mark registered under this chapter on an) g005G cr

connection with the sale, offering for sale, distribution or

advertising of any goods or services on or in connection with

which such use is likely to cause confusion or mistake or to

deceive as to the source or origin of such goods or services;

(2 ) Reproduce, counterfeit, copy or colorably imitate

any such mark and apply such reproduction, counterfeit, copy

or colorable imitation to labels, signs, prints, packages,

wrappers, receptacles or dvertisements intended to be used
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upon or in conjunction with the sale or other, offering for
distribution or adv erti3iJ. in this state of goods or

services;

shall be liable in a civil action by the owner of such

registered mark for any or all of the remedies provided in 

495. 141, except that under subsection (2) hereof the

registrant shall not be entitled to recover profits or damages

unless the acts have been committed with the intent ju.oOlledge

that 3uch ffark i3 iJ. tcr.dcd to be UQcd to cause confusion or

mistake or to deceive.

Section 15. Section 495. 141, Florida Statutes,
amended to read:

Remedies. --495. 141

Any owner of a mark registered under this chapter

may proceed by suit to enjoin the manufacture, use, displaYL

or sale of any counterfeits or imitations thereof and any

court of competent jurisdiction may grant injunctions to

restrain such manufacture, use, display or sale as may be by

the said court deemed just and reasonable, and may require the

defendants to pay to such owner all profits derived from

and/or all damages suffered by reason of such wrongful

manufacture, use, displaYL or sale ar.cl to paji the C63t3 of thc
action. and such court may also order that any such

counterfeits or imitations in the possession or under the

control of any defendant in such case be delivered to an

officer of the court, or to the complainant, to be destroyed.

The court. in its discretion. may enter iudoment for an amount

not to exceed three times such profits and damaoes and

reasonable attorney s fees of the prevailino part v in such
cases where the court fi ds the other party committed the
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wron ful acts with knowled in bad faith or otherwise as

accordinQ to the circumstances of the case. The enumeration of

anv riQht or remedv herein shall not affect a reQistrant' s

riQht to prosecute under anv penal law of this state

a3:3C33il,g profit3 tLe plail,tiff 3Lall be rcquiu::d to prov
dcfcndant' :J 3alc3 onl), dcfcndeu. t muat pro call clcmcnt3 of

C03t or deductiOl, claimed. II, aaac33ir,g dan. ca the court !I.
enter judgment, according to thc circumatancca of thc ca3c

for an) aum aba v e thc amount found a3 actual damagc3, not

cxeeedil,g :: timc3 3ucL an.OUl,t. If tLc court 3Lall find that

the amount of the recov cr) ba3cd on profit3 ia eithcr

inadcquatc or exce33iv e thc court n.a) ir, ita di3eretion cLtcr
judg!l.cr,t for 3ucL 3UJ'. a3 the court ahall fine! to bc jU3t,
according to the eircum3tancea of the ca3e. Cuch 3um in ci ther
of the abov c eireuJ'.3tar,ee3 3hall cor, 3titutc comper,3atior, and

not a pcr, al 

(2 ) Thc cl, umcration of an) right or rcmcd) hcrein

3hall r,ot affect U rcgi3trm, t' 3 right to pro3ccute UI,der an)

pcnal lUn of thi:J 3tatc.
Section 495. 145, Florida Statutes,Section 16.

created to read:

495. 145 Forum for actions reqardinq reqistration;

service on out-of- state reqistrants. --
(1 ) Actions to require cancellation of a mark

reQistered pursuant to this chapter. or in mandamus , to compel

reqistration of a mark pursuant to this chapter shall be

brouqht in anv court of competent lurisdiction. In an action

in mandamus, the proceedinq shall be based solel v upon the

record before the secretarv. In an action for cancellation,
the secretarv shall not be made a partv to the proceedinq but

shall be notified of the filinq of the complaint bv the clerk
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of the court in which it is filed and shall be qiven the riqht

to intervene in the action.

In an action brou ht a ainst a nonresident(2 )

reqistrant, service mav be effected upon the secretary as

aqent for service of the reqistrant in accordance with the

procedures established for service upon nonresident

corporations and business entities under s. 48. 081.

Section 495. 151, Florida Statutes,Section 17.

amended to read:

(Substantial rewordinq of section. See

s. 495. 151, F. S., for resent text.
495. 151 Inlurv to business reputation; dilution.

The owner of a mark that is famous in this state(1 )

shall be entitled, sub ect to the rinci les of e ui t and

u90n such terms as the court deems reasonable, to an

inlunction, and to obtain such other relief aqainst another

person s commercial use of a mark or trade name, if such use

beqins after the mark has become famous and causes dilution of

the distinctive quality of the mark, as is provided in this

section. In determininq whether a mark is distinctive and

famous, a court ma consider factors includin but not

limited to:
The deqree of inherent or acquired distinctiveness

of the mark in this state.
(b) The duration and extent of use of the mark in

connection with the qoods and services with which the mark is

used.
The duration and extent of advertisinq and

publici tv of the mark in this state.
The qeoqraphical extent of the tradinq area in

which the mark is used.
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The channels of trade for the qoods or services
with which the mark is used.

The deqree of recoqni tion of the mark in the

tradinq areas and channels of trade in this state used bv the

mark' s owner and the person aqainst whom the in-iunction is
souqht.

(q)

The nature and extent of use of the same or

similar mark bv third parties.

Whether the mark is the sub-iect of a state
reqistration in this state, or a federal reqistration under

the federal Act of March 3, 1881, or the federal Act of

or on the principal reqister.Februar 1905

In an action brouqht under this section, the owner

of a famous mark shall be entitled onlv to in-iunctive relief

this state, unless the person aqainst whom the in-iunctive
relief is souqht willfully intended to trade on the owner

reputation or to cause dilution of the famous mark. I f such
the owner shall also be entitled towillful intent is proven.

the remedies set forth in thj s chapter, sub-iect to the
discretion of the court and the prj nciples of equi tv. The

followinq shall not be actionable under this section:
Fair use of a famous mark bv another person in

comparative commercial advertisinq or promotion to identify

the competinq qoods or services of the owner of the famous

mark.

Noncommercial use of the mark.(b)

(c) All forms of news re ortin and news commentar

Section 18. Section 495. 161 , Florida Statutes, is

amended to read:

495. 161 Common- law rights. --Nothing herein shall
adversely affect or diffil the rights or the enforcement of
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rights in marks acquired in good faith at any time at common

law.

Section 495. 165, Florida Statutes,Section 19.

created to read:

495. 165 Fees. --The secretarv shal1 prescribe
reasonab1e fees payable for the various applications and

recordinq fees and for related services. Unless specified bv

the secretar the fees pavab1e herein are not refundable.

Section 20. Section 495. 171, Florida Statutes, is
amended to read:

(Substantial rewordinq of section. See

s. 495. 171, F. S., for present text.

495. 171 Effective date; intent of chapter. --

(1 ) This section shall be in force and take effect

after its becominq a law but shall not affect anv suit,
proceedinq, or appeal then pendinq.

(2 ) The intent of this cha ter is to rovide a s stem

of state trademark reqistration and protection substantially

consistent with the federal svstem of trademark reqistration

and protection under the Trademark Act of 1946, as amended. To

that end, the construction qiven the federal act should be

examined as persuasive authority for interpretinq and

construinq this chapter.

Section 21. If any provision of this act or the

application thereof to anv person or circumstance is held

invalid, the invaliditv shall not affect other provisions or

applications of the act which can be qiven effect without the

invalid provision or application, and to this end the

provisions of this act are dec1ared severable.
Section 22. This act shall take effect July 1, 2005.
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A bill to be entitled

An act relating to trademarks; creating s. 495. 001, r. S. ;

providing a popular name; amending s. 495. 011 , F.

providing definitions; amending s. 495. 021 , F.

precluding registration of certain marks; amending 

495. 027 , F. ; conforming provisions; amending s. 495. 031

F. S. ; providing requirements for information to be

contained in an application for registration of a mark;

authorizing the Secretary of State to require certain

information in an application; requiring the application

to be signed and verified by oath; requiring the

application to be accompanied by three specimens showing

the mark; requiring the application to be accompanied by a

fee; creating s. 495. 035, F. ; providing filing

guidelines for applications; amending 495. 061, F. S. ;

providing for the issuance of a certificate of

registration by the secretary; amending s. 495. 071, F. S. ;

providing guidelines for the renewal of marks; providing

duration of effectiveness for the mark; amending s.
495. 081 , F. ; providing for the assignability of marks;

providing for change of name certificates for registrants;
authorizing certain instruments to be recorded; providing

acknowledgment of recording as prima facie evidence of the

execution of an assignment or other instrument;
authorizing a photocopy of any instrument to be acceptable

for recording; amending s. 495. 091 , F. ; requiring the

secretary to record all marks registered with the state;
amending s. 495. 101 , F. ; requiring the secretary to

Page 1 of 24
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cancel certain marks; amending s. 495. 111; F. S . , requiring
the secretary to establish a classification of goods and

services; amending s. 495. 121 , F. S. ; conforming language;

amending s. 495. 131, F. ; conforming language; amending -

s. 495. 141, F. ; providing remedies for the unauthorized

use of a mark; removing language regarding the assessment

of plaintiff' s profits; creating s. 495. 145, F. S. ;

providing a forum for actions regarding registration;
providing service on out-of- state residents; amending 
495. 151, F. S . ; providing for an inj unction in cases of

dilution of a famous mark; providing factors to consider

in determining a mark to be famous; providing damages in

certain circumstances of dilution; amending s. 495. 161

F. S. ; deleting language relating to the diminishing of

certain common law rights ; creating s. 495. 165 , F. S . ;

requiring the secretary to prescribe certain fees;
amending s. 495. 171 , F. ; providing application and

legisla ti ve intent; providing for severability; providing
an effective date.

Be It Enacted by the Legislature of the State of Florida:

Section Section 495. 001, Florida Statutes , is created

to read:

495. 001 Popular name. --This chapter may be cited as the

Reqistration and Protection of Trademarks Act. 

Section 2. Section 495. 011 , Florida Statutes, is amended

to read:

Page 2 of 24
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(Substantial rewordinq of section. See

s. 495. 011 , F. S., for present text.

Definitions . --As used in this chapter:495. 011

(1) Abandoned" applies to a mark when either of the

followinq occurs:
(a) When its use has been discontinued with intent not to

resume such use. Intent not to resume use may be inferred from

circumstances. Nonuse for 2 consecutive years shall constitute

prima facie evidence of abandonment.
(b) When any course of conduct of the owner , includinq

acts of either omission or commission,
its siqnificance as a mark.

causes the mark to lose

licant" the person filinq an application for(2 ) means

reqistration of a mark under this chapter and the leqal

resentatives, successors, or assiqns of such person.
(3) Dilution " means the lesseninq of the capacity of a

mark to identify and distinquish qoods

of the presence or absence of:
ardlessor services

(a) Competi tion between the owner of the mark and other

parties.
(b)

(4 )

Likelihood of confusion , mistake, or deception.
Mark" includes any trademark or service mark entitled

to reqistration under this chapter whether or not reqistered.
(5) Person " and any other word or term used to desiqnate

the applicant or other party entitled to a benefit or privileqe

or rendered liable under the provisions of this chapter, means a

-juristic person as well as a natural person. The term " -juristic
includes a firm, artnershi corporationerson unlon

Page 3 of 24
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association, or other orqanization capable of suinq and beinq

sued In a court of law.

( 6) Reqistrant" means the person to whom the reqistration

of a mark under this chapter is issued, and the leqal
resentatives, successors, or assiqns of such person.

(7 ) Secretary" means the Secretary of State or the

desiqnee of the secretary charqed with the administration of

this chapter.
Service mark" means any word, name, symbol , device,(8 )

or any combination thereof , used by a person to identify and

distinquish the services of such person , including a unique

service , from the services of others, and to indicate the source

of the services, even if that source is unknown. Distinctive

features of radio or television proqrams, includinq, but not

limited to, titles and character names used by a person , may be

registered as service marks notwithstandinq that the person or

the proqrams may advertise the qoods of the sponsor.
( 9) Trademark" means an word, name, symbol , device, or

any combination thereof, used by a person to identify and

distinquish the qoods of such person, incl udinq a unique
product, from those manufactured or sold b others, and to

indicate the source of the qoods, even if that source 

unknown.

(10) Trade name " means any name used by a person to

identify a business or vocation of such person.
(11 ) Use " means the bona fide use of a mark in the

ordinary course of trade, and does not include the use of a

trademark or service mark merely for the purpose of reservinq a
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riqht in the trademark or service mark. For the purposes of this

chapter, a mark shall be deemed to be in use when it is placed

on qoods, their containers or the displays associated therewith,
on the taqs or label s affixed thereto, or, if the nature of th8

qoods makes such placement impracticable, then on documents

associa ted with the qoods or their sale, and such qoods are sold

or transported in commerce in this state, and a service mark

shall be deemed to be " used" when it is used or displayed in the

sale or advertisinq of services and the services are rendered in

this state.

Section 3. Section 495. 021 , Florida Statutes, is amended

to read:

495. 021 Registrabili ty.
A mark by which the goods or services of any applicant

for registration may be distinguished from the goods or services

of others shall not be registered if it:
il +a Consists of or, comprises or incl udc8 immoral,

deceptive or scandalous matter; &r

J1-f Consists of or, comprises or includco matter which

may disparage or falsely suggest a connection with persons,
living or dead, institutions, beliefs, or national symbols, or

bring them into contempt, or disrepute; BF

il +e Consists of or, comprises or includcD the flag or

coat of arms or other insignia of the United States, or of any

state or municipality,

simulation thereof; BF

or of any foreign nation, or any
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il +a Consists of or, comprises or includc8 the name,

signatureL or portrait of any living individual , except with her
or his written consent; &r

il-f
J. h

Consists of a mark which:

When used on or in connection with pplicd to the
goods or services of the applicant is merely descriptive or

decepti vely misdescriptive of them,

il-2 When used on or in connection wi th pplicd to the
goods or services of the applicant is primarily geographically

descriptive or deceptively misdescriptive of thcm or thcir

oourcc or origin, or

J. 
Is primarily merely a surname, provided, however

that nothing in this subsection p shall prevent the

registration of a mark used in this state by the applicant which

has become distinctive of the applicant' s goods or services 

thio ot tc or cI8c\lhcrc

The secretary Dcp rtffcnt of St may accept as evidence that

the mark has become distinctive, as used on or in connection

with pplicd to the applicant' s goods or services, proof of
Dubot nti lly cxcluoi' continuous use thereof as a mark by

the applicant in this state or elsewhere for 5 years next

preceding the date on which the claim of distinctiveness is

made; or

il Consists of or comprises a mark which so resembles

a mark registered in this state or a mark or trade name

previously used in thi8 8t by another and not abandoned, as
to be likely, when used on or in connection wi th pplicd to the
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goods or services of the applicant, to cause confusion or

mistake or to deceive. Regiotr~tion oh~ll not be denicd oolely

on thc b~oio of reoer ~tion or rcgiotr~tion by ~nother of ~

corpor~te n~mc or fictitiouo n~ffe th~t io thc O~ffC or oimil~r to
the m~rk for ' :hich regiotr~tion io oought.

(2) Subject to the pro ioiono rel~ting to the regiotr~tion

of tr~dem~rko ~nd cervTice m~rko, oo f~r ~o they ~re ~pplic~ble,
collecti c ~nd certifie~ tion m~rko, incl uding indic~ tiono 

region~l origin, oh~ll be regiotr~ble under thio ch~pter, in the

o~me m~nner ~nd ,Ii th the o~me effect ~o ~re tr~dem~rko ~nd

oer lce m~rko, by peroono , ~nd n~tiono, ot~teo municip~litieo
~nd the like, ucercioing control o' er the uoe of the m~rko

80ught to be regiotered, en though not poooeooing ~n

induotri~l or commerci~l eot~bliohment, ~nd ' ,hen regiotered they
oh~ll be entitled to the protection pro ided in thio ch~pter in

the c~oe of tr~dem~rko ~nd oer ice ff~rko. The Dep~rtment of

St~te m~y eot~blioh ~ oep~r~te regioter for ouch collecti

m~rko ~nd certific~tion m~rko.

Section Subsection (3) of section 495. 027 , Florida

Statutes, is amended to read:
495. 027 Reservation. --

(3 ) Every request under this section shall be accompanied

by a filing fee of $50, payable to the Department of State, for
each class of goods or services established pursuant to
opecified in s. 495. 111 , in connection with which the mark is to

be used.

Section 5. Section 495. 031, Florida Statutes, is amended

to read:
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(Substantial rewordinq of section. See

s. 495. 031, F. S., for present text.
495. 031 Application for reqistration. --
(1) Sub1ect to the limitations set forth in this chapter,

any person who uses a mark may file in the office of the

secretar
secretar

in a manner compl yinq with the requirements of the

an application for reqistration of that mark

includinq, but not limited to, the followinq information:
(a) The name and business address of the person applyinq

for such reqistration and, if a corporation, the state of

incorporation or, if a partnership, the state in which the

partnership is orqani zed and the names of the qeneral partners,
as specified by the secretary

(b) The qoods or services on or in connection with which

the mark is used and the mode or manner in which the mark is

used on or in connection with such qoods or serVlces and the

class in which such qoods or services fall.
(c) The date when the mark was first used anywhere and the

date when it was first used in this state by the applicant or a

predecessor in interest.
(d) A statement that the applicant is the owner of the

mark that the mark is in use, and that, to the knowledqe of the

person verifyinq the application , no other person has

istered, ei ther federally or in this state, or has the riqht
to use such mark either in the identical form thereof or in such

near resemblance thereto as to be likely, when applied to the

qoods or serVlces of such other person

cause mistake, or to deceive.

to cause confusion, to
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(2 ) The secretary may also require a statement as to

whether an application to reqister the mark , or portions or a

composite thereof, has been filed by the applicant or a

predecessor in interest in the United States Patent and

Trademark Office and, if so, the applicant shall provide full

particulars with respect thereto, includinq the filinq date and

serial number of each application , the status thereof , and, if

any application was finally refused reqistration or has

otherwise not resulted in a reqistration, the reasons therefore.
(3) The secretary may also require that a drawinq of the

mark, compl yinq with such requirements as the secretary may

specify, accompany the application.
(4 ) The application shall be siqned and verified by oath,

affirmation, or declaration sub1 ect to per1 ury laws, by the
applicant, a member of the firm, or an officer of the

corporation or association applyinq.
(5) The application shall be accompanied by three

speclmens showinq the mark as actual I y used.
( 6) The application shall be accompanied by the

application fee payable to the secretary.
Section Section 495. 035, Florida Statutes, is created

to read:

495. 035 Filinq of applications. -

(1 ) Upon the filinq of an application for reqistration and

payment of the application fee, the secretary may cause the

application to be examined for conformity with this chapter.
(2 ) The applicant shall provide any additional pertinent

information re uested b the secretar includinq a description
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of a design mark and may make, or authorize the secretary to

make, such amendments to the application as may be reasonably

requested by the secretary or deemed by applicant to be

advisable to respond to any re1 ection or obj ection.
(3) The secretary may require the applicant to disclaim an

unregistrable component of a mark otherwise registrable, and an

applicant may voluntarily disclaim a component of a mark sought

to be registered. No disclaimer shall preludice or affect the

applicant I s or registrant' s rights then existing or thereafter

arising in the disclaimed matter , or the applicant I s 

registrant' s rights of registration on another application if

the disclaimed matter be or shall have become distinctive of the

applicant I S or registrant' s goods or services.
(4 ) Amendments may be made by the secretary upon the

application submitted by the applicant upon the applicant'

agreement, or a new application may be required to be submitted.
(5) If the applicant is found not to be entitled to

istration, the secretary shall advise the applicant of the

re1 ection and of the reasons for re1 ection. The applicant shall

have a reasonable period of time specified by the secretary in

which to reply or to amend the application , in which event the

application shall then be reexamined. This procedure may be

repeated until:
(a)

(b)

The secretary refuses registration of the mark; or
The applicant fails to reply or amend the application

wi thin the specified time, whereupon the application shall be

abandoned.
( 6) If the secretary denies registration of the mark, the
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applicant may seek a writ of mandamus to compel such

registration. Such writ may be granted, but without costs to the

secretary, on proof that all the statements in the application

are true and that the mark is otherwise entitled to

registration.
(7 ) In the instance of multiple applications concurrent I y

being processed by the secretary which seek registration of the

same or confusingly similar marks for the same or related goods

or services, the secretary shall grant priority to the

applications in order of filing. If a rior-filed a lication is
granted a registration the other a lication or a lications
shall then be re1 ected. Any rel ected applicant may bring an
action for cancellation of the registration upon grounds of

prior or superior rights to the mark, in accordance with the

provisions of 

Section 7.
495. 101.

Section 495. 061, Florida Statutes, is amended

to read:

495. 061 Certificate of registration.
(1 ) Upon compliance by the applicant with the requirements

of this chapter , the secretary Dep~rtffent of St~te shall cause a

certificate of registration to be issued and delivered to the

applicant. The certificate of registration shall be issued under

the signature of the secretary of St~te and the seal of the

state, and it shall show the name and business address and, if a

corporation or partnership , the state of incorporation or the

state in which the partnership is organized and the names of the

general partners , of the person claiming ownership of the mark

in this state, the date claimed for the first use of the mark
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anywhere and the date claimed for the first use of the mark in

this state , the class or classes of goods or services on which

the mark is used, a reproduction of the mark, the registration

date and the term of the registration.
(2) Any certificate of registration issued by the

secretary Dep~rtment of St~te under the provisions hereof or a

copy thereof duly certified by the secretary Dep~rtment of St~te

shall be admissible in evidence as competent and sufficient

proof of the registration of such mark in any action or judicial

proceedings in any court of this state , ~nd oh~ll be prim~ f~cie

e~idence of the ~~lidi ty of the regiotr~tion , regiotr~nt I 0

mer8hip of the m~rk , ~nd of regiotr~nt' o eJccluoi' e right to

uce the m~rk in thio ot~te in connection "i th the goodo or

oer~iceo opecified in the certific~te

~nd limi t~tiono ot~ted therein
oubj ect to ny condi tiono

(3 ) Contingent on the regiotr tion of rk under thio

ch~pter , the reoerv tion of ouch m rk b~oed on intent to uoe, 

pro~ided in thio ch pter, oh ll be prim eie e~idence of

priori ty of mmerohip of oueh m rk ,Ii thin thio ot te on or in

connection ' 'i th the good8 or oervTiceo opecified in the
reoer~ tion inot ny other peroon except for peroon ' ,hooe

rk h o not been b~ndoned ~nd \lho, prior to oueh reoerv tion
o uoed the ff rk ' :i thin thio te on or in connection ' Ii th

ouch goodo or oer~ieeo.
Section Section 495. 071 , Florida Statutes, is amended

to read:

495. 071 Duration and renewal.
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(1 ) Registration of a mark hereunder shall be effective

for a term of 2 years from the date of registration and, upon

application filed within 6 months prior to the expiration of

such term, in a manner complying with the requirements of the

secretary on ~ form to be furniohed by the Dep~rtffent of St~te

the registration may be renewed for a like term beginning at the

end of the previous term . A renewal fee of $ 8 7. 50 for e~ch ol~oo

of goodo or oerv ice8 \Ii th reopeet to \:hich oueh renC'.:~1 io
oought , payable to the secretary Dep~rtffent of St~te , shall
accompany the application for renewal of the registration.

(2 ) registration may be renewed for successive

periods of 2 years in like manner.

(3) Any registration in effect on the date on which this

section becomes law shall continue in effect for the unexpired

term thereof and may be renewed by filing an application for

renewal with the seeretary compl ying with the requirements of

the secretary and paying the renewal fee therefor within 

months prior to the expiration of the registration

Dep~rtment of St~te oh~ll notify regiotr~nto of m~rko hereunder

of the neceooi ty of renC',, ~1 ' :i thin the ye~r neEt preceding the
e)cpir~tion of the 10 ye~ro from the d~te of regiotr~tion by
,:riting to the l~ot kno' ~ddreoo of the regiotr~nto. The

dep~rtment oh~ll preocribe the formo on \lhich to m~J c the

required notific~tion ~nd the rene\J~1 c~llcd for in ouboection

(1) ~nd m~y oubotitute the uniform buoineoo report, purou~nt to

o. 606. 06, ~o ~ me~no of o~tiofying the requirement of thio
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( 4) All applications for renewals under this chapter

whether of registrations made under this act or of registrations

effected under any prior act, shall include a statement that the

mark has been and is still in use and include a specimen showin

actual use of the mark on or in conneetion with the goods or

services in thi8 8t~te , or th~t ito nonuoe io due to opeci~l

circumot~nceo ,:hich e2ccuoe ouch nonuoe ~nd io not due to ~ny
intention to ~b~ndon the m~rk

Section Section 495. 081, Florida Statutes, is amended

to read:

495. 081 Assignments; chan es of name; other instruments

l\ooignment

. --

Any mark and its registration hereunder shall be

assignable with the good will of the business in which the mark

is used or with that part of the good will of the business

connected with the use of and symbolized by the mark. Assignment

shall be by instruments in writing duly executed and may be

recorded with the secretary Dep~rtment of St~te upon the payment

of a recording fee of $50 , payable to the secretary who

Dep~rtffent of St~te \Jhich , upon recording of the assignment,

shall issue in the name of the assignee a new certificate for

the remainder of the term of the registration or of the last

renewal thereof. An assignment of any registration under this

chapter shall be void as against any subsequent purchaser for

valuable consideration without notice, unless such assignment 

recorded with the secretary Dep~rtment of St~te wi thin 3 months

after the date thereof or prior to subsequent purchase ~t ~ny

time ~fter the eJcpir~tion of ouch 3 month period, unleoo ~n
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~ooignffent gi ~en in connection :i th ~ny ouboequent purch~oe io
recorded ' :i th the Dep~rtffent of St~te prior to or ,:i thin 1 0 d~yo
~fter ouch ~ooignment io recorded

(2 ) Any registrant or applicant effeeting a change of th8~

name of the person to whom the mark was issued or for whom an

application was filed may record a eertificate of ehange of name

of the registrant or applicant with the secretary upon the

payment of the recording fee. The secretary may issue in the

name of the assignee a certificate of registration of an

assigned application. The secretary may issue in the name of the

assignee a new eertifieate or registration for the remainder of

the term of the registration or last renewal thereof.
(3) Other instruments, such as licenses, security

interests, or mortgages which relate to a mark registered or

application pending pursuant to this chapter, may be recorded in

the discretion of the secretary, provided that such instrument

is in writing and duly executed.
(4 ) Acknowledgement shall be prima facie evidenee of the

execution of an assignment or other instrument and, when

recorded b the secretar

evidence of execution.

the record shall be prima facie

(5) A photoeopy of any instrument referred to in this

subsection shall be aeeepted for recording if it is certified to

be a true and correct eopy of the original by any of the parties

thereto, or their successors.
Section 10. Section 495. 091 Florida Statutes is amended

to read:
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495. 091 Records. --The secretary Dep~rtment of St~te shall
keep for public examination a record of all marks registered or

renewed under this chapter, as well as a record 'of all documents

recorded pursuant to s. 495. 081 ..:t

Section 11. Section 495. 101, Florida Statutes, is amended

to read:

(Substantial rewording of section. See

s. 495. 101, F. S., for present text.
495. 101 Cancellation. --The secretary shall cancel from the

register:
(1) Any registration voluntarily requested to be canceled

by the registrant or the assignee of record.
(2 ) AII registrations granted under this chapter and not

renewed in aceordance with the provisions hereof.
(3 ) Any registration which a court of competent

l urisdiction finds that:
(a)

(b)

The registered mark has been abandoned.
The registrant is not the owner of the mark.

(c)

(d)

The registration was granted improperly.
The registration was obtained fraudulently.

(e) The mark is or has become the generie name for the

oods or services, or a portion thereof , for which it has been

registered.
(f) The registered mark is so similar, as to be likely to

cause confusion or mistake or to deceive, to a mark registered

by another person in the United States Patent and Trademark

Office, prior to the date of the filing of the application for

registration by the registrant hereunder , and not abandoned;
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however, should the registrant prove that the registrant is the

owner of a concurrent registration of a mark in the United

States Patent and Trademark Office covering an area including

this state, the registration hereunder shall not be canceled.
(4 ) Any registration which a court of competent

l urisdiction orders canceled on any ground.
Section 12. is amendedSection 495. 111, Florida Statutes,

to read:

(Substantial rewording of section. See

s. 495. 111 , F. S., for present text.

495. 111 Classification. --The seeretary shall establish 

classification of goods and services for convenience of
administration of this chapter , but shall not limit or extend

the applicant' s or registrant ' s rights. A single application for
registration of a mark may include any or all goods upon which,

or services with which , the mark is actual I y being us ed

indicating the appropriate elass or classes of goods or

services. When a single application includes goods or services

which fall within multiple classes, the secretary may require

payment of a fee for each class. To the extent practicable, the

classification of goods and services should conform to the

classification adopted by the United States Patent and Trademark

Office.
Section 13. Section 495. 121, Florida Statutes, is amended

to read:

495. 121 Fraudulent registration. --Any person who shall for
hersel f or himsel f, or on behalf of any other person, procure

the filing or registration of any mark with the secretary
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Dep~rtffent of st~te under the provisions hereof, by knowingly

making any false or fraudulent representation or declaration

verbally or in writing, or by any other fraudulent means, shall
be liable to pay all damages sustained in consequence of such 

filing or registration, and for punitive or exemplary damages,

to be recovered by or on behal f of the party inj ured thereby in
any court of competent jurisdiction.

Section 14. Section 495. 131, Florida Statutes, is amended

to read:

495. 131 Infringement. --Subj ect to the provisions of s.
495. 161, any person who shall:

(1 ) Use, without the consent of the registrant, any

reproduction, counterfeit, copy, or colorable imitation of a

mark registered under this chapter on ~ny goodo or in connection

wi th the sale, offering for sale, distribution or advertising of

any goods or services on or in connection with which such use 

likely to cause confusion or mistake or to deceive as to the

source or origin of such goods or services; or

(2 ) Reproduce, counterfeit, copy or colorably imitate any

such mark and apply such reproduction, counterfeit, copy or
colorable imitation to labels, signs, prints, package s

wrappers, receptacles or advertisements intended to be used upon

or in conj unction with the sale or other offering for o~le,
distribution or ~d~ertioing in this state of goods or serVlces;

shall be liable in a civil action by the owner of such

registered mark for any or all of the remedies provided in 

495. 141, except that under subsection (2) hereof the registrant
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shall not be entitled to recover profits or damages unless the

acts have been committed with the intent Jmo\llcdge th~t ouch

ff~rk io intended to be uoed to cause confusion or mistake or to

deceive .

Section 15. Section 495. 141 , Florida Statutes, is amended

to read:

495. 141 Remedies. 

Any owner of a mark registered under this chapter may

proceed by suit to enjoin the manufacture, use, displaYL or sale

of any counterfeits or imi ta tions thereof and any court of
competent jurisdiction may grant injunctions to restrain such

manufacture, use, display or sale as may be by the said court

deemed just and reasonable, and may require the defendants to

pay to such owner all profits derived from and/or all damages

suffered by reason of such wrongful manufacture, use, displaYL

or sale ~nd to p~y the cooto of the ~ction; and such court may

also order that any such counterfeits or imitations in the

possession or under the control of any defendant in such case be

delivered to an officer of the court, or to the complainant, to

be destroyed. The court, in its discretion, may enter l udgment

for an amount not to exceed three times such profits and damages

and reasonable attorney s fees of the prevailing party in such

cases where the court finds the other party committed the

wrongful acts with knowledge, in bad faith, or otherwise as

according to the circumstances of the case. The enumeration of

any right or remedy herein shall not affect a registrant' s right

to prosecute under any penal law of this state In ~ooeooing

profito the pl~intiff oh~ll be required to pro~e defend~nt' 0
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o~leo only; defend~nt muot pro~e ~ll elemento of coot or

deduction cl~imed. In ~88eo8ing d~m~geo the court m~y enter

judgment, ~ccording to the circumot~nceo of the c~oe, for ~ny

oum ~bo' e the ~mount found ~o ~ctu~l d~m~geo , not e2cceeding 3

timeo ouch ~mount. If the court oh~ll find th~t the ~ffount of

the reco' ery b~oed on profi to io ei ther in~dequ~ te or e2cceooi'
the court m~y in ito diocretion enter judgment for ouch OUff ~o

the court 8h~11 find to be juot, ~ccording to the circumot~nce8

of the C~8e. Such oum in either of the ~bo~e circumot~nceo oh~ll

conoti tute cOffpeno~tion ~nd not ~ pen~l 
(2) The cnumer~tion of ~ny right or rcmedy herein oh~ll

not ~ffect ~ rcgiotr~nt ' 0 right to prooecute undcr ~ny pen~l l~~:

of thio ot~te.
Section 16. Section 495. 145, Florida Statutes, is created

to read:

495. 145 Forum for actions regarding registration; service
on out- of- state registrants. --

(1) Actions to require cancellation of a mark registered

pursuant to this chapter , or in mandamus, to com el re istration
of a mark pursuant to this chapter shall be brought in any court

of competent l urisdiction. In an action in mandamus, the

proceeding shall be based solely upon the record before the

secretar In an action for cancellation , the secretary shall

not be made a party to the proceeding but shall be notified of

the filing of the complaint by the clerk of the court in which

it is filed and shall be given the right to intervene in the

action.
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(2 ) In any action brought against a nonresident

istrant, service may be effected upon the seeretary as agent

for service of the registrant in accordance with the procedures

established for service upon nonresident corporations and

business entities under s. 48. 081.

Section 17. Section 495. 151 , Florida Statutes, is amended

to read:

(Substantial rewording of section. See

s. 495. 151 S., for present text.
495. 151 Inlury to business reputation; dilution.
( 1) The owner of a mark which is famous in this state

shall be entitled, subl ect to the principles of equity and upon

such terms as the court seems reasonable, to an inlunction, and

to obtain such other relief against another person s commercial

use of a mark or trade name, if such use begins after the mark

has become famous and causes dilution of the distinctive quality

of the mark , as is provided in this section. In determining

whether a mark is distinctive and famous, a court may consider

factors, including, but not limited to:
The degree of inherent or acquired distinctiveness of(a)

the mark in this state.
(b) The duration and extent of use of the mark in

connection with the goods and se rvices with which the mark is
used.

(c) The duration and extent of advertising and publicity

of the mark in this state.
(d) The geographical extent of the trading area in which

the mark is used.
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(e) The channels of trade for the goods or services with

which the mark is used.
(f) The degree of recognition of the mark in the trading

areas and channels of trade in this state used by the mark '

owner and the person against whom the inl unction is sought.

(g)

The nature and extent of use of the same or similar

mark by third parties.
(h) Whether the mark is the sublect of a state

registration in this state, or a federal registration under the

federal Act of March 3, 1881, or the federal Act of February 20,

1905, or on the principal register.
(2 ) In an action brought under this section, the owner of

a famous mark shall be entitled only to inlunctive relief in

this state, unless the person against whom the inlunctive relief

is sought willful I y intended to trade on the owner ' s reputation

or to cause dilution of the famous mark. If such willful intent

is proven, the owner shall also be entitled to the remedies set

forth in this chapter, subl ect to the discretion of the court

and the principles of equity. The following shall not be

actionable under this section:
(a) Fair use of a famous mark by another person in

comparative commercial advertising or promotion to identify the

competing goods or services of the owner of the famous mark.

(b)

(c)

Noncommercial use of the mark.

AII forms of news reporting and news commentary.

Section 18. Section 495. 161 , Florida Statutes , is amended

to read:
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495. 161 Common-law rights. --Nothing herein shall adversely
affect or diminioh the rights or the enforcement of rights in

marks acquired in good faith at any time at common law.

Section 19. Section 495. 165, Florida Statutes, is create

to read:

495. 165 Fees. --The secretary shall prescribe reasonable
fees payable for the various applications and recording fees and

for related services. Unless specified by the secretary, the

fees payable herein are not refundable.
Section 20. Section 495. 171, Florida Statutes, is amended

to read:

(Substantial rewording of section. See

s. 495. 171 , F. S., for present text.

495. 171 Effective date; intent of chapter. --
(1 ) This section shall be in force and take effect after

its becoming a law but shall not affect any suit, proceeding, or

appeal then pending.
(2) The intent of this chapter is to provide a system of

state trademark registration and protection substantially

consistent with the federal system of trademark registration and

protection under the Trademark Act of 1946, as amended. To that

end, the construction given the federal act should be examined

as persuasive authority for interpreting and construing this

chapter.
Section 21. If any provision of this act or the

application thereof to any person or circumstance is held

invalid, the invalidity shall not affect other provisions or

applications of the act which can be given effect without the
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invalid provision or application, and to this end the provisions

of this act are declared severable.
Section 22. This act shall take effect July 1, 2005.
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Cb. 90-222 LAWS OF FLORIDA Ch. 90-222

CHAPTER 90-222

Committee Substitute for Senate Bil No. 2320

An act relating to trademarks and service marks; amending s. 495.011 , F.
defining "use ; EWending s. 495.021 , F.-. ; providing criteria for registra-
bility; creating s. 495.027 , F. ; providing for reservation of the right to
register a trademark or service mark; providing for applications and fees;
amending s. 495.031, F. ; specifying content of application for registra-
tion; wnending s. 495.061 , F.$. ; providing that a reservation confers a
right of priority of ownership of a trademark or service mark; amending
s. 495. 101, F. ; providing criteria for abandonment; creating 8. 495. 181
F.s, ; providing a rule of construction; providing an effective date.

:Be It Enacted by the Legislature of the State of Florida:

Section 1. Sube6ction (11) of section 495.011, Florida Statutes, is amended to
read:

495.011 Definitione, As used in this chapter:
(11) The term use of a trademark r service mark means the bona fide u

of the trademarlr or Bervice mark in t13e ordinary COUtse of trade. and does t in
clude the us of a trademaIk ser ice mark mer lv for the our'9ose of reservin
a de:h in the trfH-Jemark or service mark. For the .purposes f this chapt!;;r. a trade-
mark shall be deemed to be "used" in this state when it is placed in any manner
on the goods or their containers or the diaplays associated therewith. M on the tags
Or labels affixed thereto. or if the nature of the iOodl. makes such placem nt im

cticable, then on documents p.ssociat d with the ods or their sale. and such
goods are sold or otherwise distributed in this state , and a service mark shall be
deemed to be "used') in this state when it is used Or displayed in the sale or advertis-
ing of services in this state or in connection with services rendered in this state.
Section 2. Subsection (1) of section 495.021, Florida Statutes , is amended to

read:

III
ilB

in.

I"'

~~~.'-

495.021 Registrabilty.
(1) A mark by which the goods or services of any appHcant for registration may

be distinguished from the goods or servces of others shall not be registered if it:

(a) Consists of, comp:dses Or includes immoral , deceptive Or scandalous matter;

(b) Consists of, comprises or includes matter which may disparage or falaely
6uggest a connection with persons , living or dead, ea:r6rati8h6 firms, institutions,
beliefs, or nittional symbols, or bring them into contempt, or disrepute; or

(c) Consists of, comprises ()r includell the flag or coat of arms or other insignia
of the United States, or of any state or municipality, Or of any foreign l).ation, orany simulation thereof; or 

(d) Consists of, comprises or includes the name, signl.tGre or portrait of any
living individual, except with his written consent; or . i

,,;-

lE"
ilh,

1639
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(e) Consists of a mark which:

1. When applied to the goods or services of the applicant is merely descriptive
or deceptively misdescriptive of them

2. When applied to the goods or services of the applicant is primarily geograph-

ically descriptive Or deceptJ.vely misdescriptive of them or their source or origin,

3. Ie primarily merely a surname, provided, however, that nothing in this para-

graph shal prevent the registration of a mark used in this state by the applicant
which has become distinctive of the applicant' s goods or services in thie state 
elsewhere.

The Deplutment of State may accept as evidence that the mark has become di8-

tinctive, as applied to the applicant's goods or services, proof of substantially ex

clusi e find continuous use thereof as a mark by the applicant in this state or else-

where for 5 years ne t preceding the date on which the claim of distinctiveness is
of the filiag of tM appl1tJ&ti6R kr regis1lMti6R; or

(f) Consists of or comprises a mark whJ.ch sO resembles a mark registered in this
state or a mark Or trade name previouely used in this state by another and not

abandoned, as to be likely, when applied to the goods or services of the applicant
to cause confusion or xnistake or to deceJ.ve. Reeistrstion shflll not be denied solely

~~~~~~

'::::e o J:t

~~~~ ~~~~~ ~~~

=7R 

~~~

Section 3. Section 495.027, Florida Statutes , is created to read:

495.027 Reservation.
(1) A person who has a bona fide intention, under circumstances showing the

good faith of such person, to U8e a mark in connection with the sale within this
state of goods Or services or: both, may reserve the right to register a mark in this
state in connection with particular types of goods or services, subject to the limits,
tions of this chapter, by delivering to the Deparment of State , on a form furni8hed

by the deparment, a request to reserve a specified mark. The request shaH set

forth , but not be limited to. the followJ.ng information:

(a) The name and business addre8s of the person reql;esting such reservation
and, if Q corporation, the state of incorporation;

(b) The goods and services in connection with which the mw:k is to be used and
the class Or classes in which such goods or servicee fall;

(c) A statement that the requester has no knowledge of any other person other
than a related compan that has the right to use such a mark in this state either
in the identical form thereof or in such near resembla.nce thereto as might be likely
to deceive, or confuBe , or to be mietaken therefor;

(d) A etatement that the requester has a bona fide intent to use the mark with.
in this state in connection with the sale of the goods or services listed; and

(e) Such other information as the department deems necessary.

(2) Every request under this section shall be signed and verified by the re
quester or by a member of the firm Or an officer of the corporation Or other orga1i-

zation submitting the request.
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:ely descriptive

(3) Every request under this section shall be accom.pan ed by a filng fee of $50
payable to the Department of State, for each class of goods or services as specified
in s. 495. 111 , in connection with which the mark is to be used.

(4) If the Department of State finds that the :mark requested is available for
registration by the requester in connection with the specified goods or services
subject to the limitations set forth in this ch8pt r, the deparment shall reserve
the mark for registration by the requester for a nonrenewable 120-day period COm-
mencing from the date that the requester fies a. request for reeervation that com-
plies with the requirements of this chapter.

(5) The right to register a specified mark so reserved tnay not be transferred
during such reservation.

(6) The Department of State may revoke any reservation if, after a hearing, it
finds that the request was not made in good faith.

(7) If a person who haa obtned such e. reservation fies an appHcation for reg-
istration of such m.ark prior to the expiration of the reservation, that pereon shall
have the exclusive right during that reservation period to register the mark for the
goods or services set forth in that reservation.

Section 4. Subsections (1), (2), and (3) of section 495.031 , Florida Statutes , are
amended to read:

arily geograph-
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ltioll is souiht. 495.031 Application for registration.

(1) Subject to the limitations set forth in this chapter, an person who adopts
and uses a trademark or service mark in this state may fie with the Department
of State, on a form to be furished by the department, an application for registra-
tion ofthat trademark or service mark setting forth, but not limited to, the follow-
ing infomlat on:

(a) The naIDe and business address of the peraon applying for such registra-
tion, and, if a corporation, the state of incorporation;

(b) The goods Or services in connection with which the mark is used and the
mode or manner in which the mark is used irt connection with such goods or ser.
vic8e and the class or classes in which such goods orservcea fall;

(c) The date when the mark was first used anywhere &nd the date when it was
first used in this state by the a.pplicant or his predecessor in business or Ii related
company of the applicant or his predecessor; and

(d) A sta.tement that the applicant is the owner of the rnark and that nO other
person except a rela.ted company haa the r-ight to use such mark in this state either
in the identical form thereof or in. such near resemblance thereto as to be likely
migM be ealeulated to deceive or confuse Or to be ;mistaken therefor.

(2) Every a.pplicant for registration of a certifcation mark in this state shall
me with the Deparment of State, on a form to be furished by the dep8.ment,
an application setting fort, but not limited to, the followi information:
(a) The information required by subsection (1) (a);

(b) The date when the certification mark was first used anywhere and the date
when it was first used in this sta.te under the authority of the applicant;
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(c) The roanner in which and the conditions under which the 
certification

J.ark is used in this state; 9.:nd

(d) A statement that the applicant is exerci5i.ng control over 
the u.se of the

mark, that he is not himself engaged in the productio
or marketing of the goods

or aervi.ea to which the mark is applied
, and that no person except the applicant

or persons authorized by the applicant
, or related coropanies thereof, has the right

to use such mark in this state either in the identical form thereof 
or in Buch near

resemblance thereto 9.S to he likely :ffigM h(. e.akuli\ to deceive or confuse or to

be mistaken therefor-

(3) Every applicant for registration of a. collective mark in this sta.te shall fie

with the Deparment of State , on a form to be furnished by the dep8.tment
, an

applicati eetting forth, bu.t not limited to, the following 
i.nformation:

(a) The inormation required by subsection (l)(a) and (b);

(b) The date when the collective ma.rk was first used 
anyWhere and the date

when it was first used in th,is state by any roember of the applicant or a related

company of such member;
(c) The class of persona entitled to use the mark, indicating their relationship

to the applicant, and the natUXe of the applicant's control over the use of the 
mat k;

and
(d) A statement tha.t no person except the applicant or members of the appli.

cant, or related companes thereof, has the right to use such mark in this state 8i-

r in the identica.l form thereof or in such nero resemblance thereto as 

to be likel

'lught be ea.leliatee to deceive or confuse or to be mistaken therefor,

Section 5. Subsection (3) is added to $ection 495.061 , Florida Statutes, to read:

495.061 Certificate of registration.
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Section 6. Subsection (4) of section 495.101. Florida Statutes, is wnended to
read:

495.101 Cancellation. The Department of State shall cancel from the re
is"
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. (4) Any registration concerning which a court of competent juri8dict
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(b) The r gistrant of a tradeffw:k or service mark is hot the owns;r of the m rk.

(c) The regietratiop was granted improperlY

(d) The regietration was obtained fraudu.lentlY.1

(e) The registered mark is so similar, as to be likely to cause confusion or mis-
take or to deceive, to a mark registered by 8Dother person in the United States P1f

tent Office , prior to the date of the filng of the application for registration by the
registrant here1lder, and not abandoned; provided, however, that should the reg-
istrant prove that he is the owner of a concurrent registration of his mark in the
Upited States Patent Office covering an area including this state, the registration
hereunder shall not be canceled

(f) In the case of a certification mark, that the registrant does not control or
is not able to exercise control over the use of such mark; or engages in the produc-
tion or marketing of any goods or services to which the certification mark is ap-
plied; or permits the uae of the certification mark for pu:rposes other than to certi-
fy; Or discriIiinately refused to certify or to continue to certify the goods or services
of any person who maintains the standards or conditions which such JUark certi.

fies.

Section 7. Section 495. 181 , Florida Statutes , is created to read:

495.181 Construction of chapter. It is the intent of the Legislature that, U1
construing this chapter, due consideration a.nd great weight be given to the inter-
pretations of the federal courts relating to comparable provisions of the Trade-
mark Act of 1946, as amended (15 U. C. s. 1051 at eeq.

Section 8. Thia act shall take effect October 1, 1990.

Became a law without the Governor s approval June 30, 1990.

Filed in Office Secretary of State June 30, 1990.
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.t jurisdiction shall An act relating to lie-prolonging procedures; amending a. 765.03, F. ; re-
vising the definition of "life-prolonging procedw:e" as used in the Life-
Prolonging Procedure Act of Florida, which' act provides a procedu.e for
permitting life-prolonging procedures to be withheld or withdrawn from
a. patient in a terminal condition, under certain circurostances; amending
6. 765. , F. ; revising the suggested form of declaration; creating s.
765.075, F. ; providing circumstances \lder which nutrition or hydra.
tion may be withheld or withdra.wn; providing right of next of kin to ne-
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White Paper

on New Model State Trademark Act
Seeking to Amend Chapter 495 Florida Statutes

The following is a synopsis of the maj or revisions to the
Model State Trademark Bill. It offers a brief explanation as to
the nature of the amendments and the rationale behind the changes.

Addi tional references are also provided should a more in depth
explanation of the revisions be required.

Originally promulgated by the International Trademark
Associa tion (INTA) (formerly the United States Trademark
Association) in 1949 the Model State Trademark Bill (MSTB)
fostered uniformity among existing state trademark statutes and
addressed proposals mandating compulsory registration statutes.
Since its inception, the Model Bill has been adopted in 46 statesas the foundation for their trademark statutes. The current
Florida law, found at Chapter 495 of the Florida Statutes, was
enacted in 1967 and based upon INTA'S 1964 model bill.

In order to assist states in keeping abreast of present day
trademark owner practices while continuing to promote uniformity 

in September 1992, INTA's Board of Directors approved a proposal
revising the MSTB to reflect current needs of intrastate and
regional commerce while harmonizing state trademark practices with
recent changes in federal trademark law. The dilution provisions
of the MSTB were amended in November 1996 to reflect the recently
adopted Federal Trademark Dilution Act of 1996. The MSTB has been
reviewed by both the International Association of Corporation
Administrators (IACA) and the National Association of Secretaries
of State (NASS) as well as several state bar associations.

Of particular note are the following MSTB revised sections:

SECTION 1 - DEFINITIONS.

The word " use " has been revised according to the stringent
standards of the Trademark Law Revision Act (TLRA) and also to
cover only "use in the state (see 15 U. C. Sl127). The
requirement of intrastate use eliminates possible ambiguities



created by alternate references
throughout the existing MSTB.

to " use " or " use in this state

Abandonment" has been added in recognition of its occurrence
on the state level and use sufficient to avoid abandonment must be
use within the state (see 15 U. C. Sl127).

Dilution " has been added to allay any outstanding questions
regarding its meaning (see S13 of the MSTB for further detail

) .

SECTION 3 - APPLICATION FOR REGISTRATION.

In this section, a new subparagraph (d) requires the applicant
to state that to the applicant I s knowledge, no other person has
previously registered a confusingly similar mark , federally or in
the state.

Furthermore, an applicant must state whether an application to
register the mark has been filed with the United States Patent and
Trademark Office ("USPTO" ) by the applicant or a predecessor and, if
registration was refused, to provide full particulars with respect
thereto. This change is in direct response to comments of state

. trademark administrators who had expressed a desire to benefit from
any prior federal examinations of a mark.

SECTION 6 - DURATION AND RENEWAL.

The duration of regular registration is halved from ten tofive years in order to reduce the number of " deadwood"
registrations. " Deadwood" refers to marks which have not been usedin commerce for an extended period of time. This provision
corresponds to the federal duration period which was halved from
twenty to ten years by the TLRA (see 15 U. S. c. S1059).

SECTION 7 - ASSIGNMENTS, CHANGES OF NAME.

Under the prior version of the Model Bill , assignments of
trademark registrations and applications are recordable. Section 7
was revised to also allow recordation of changes of name.

Furthermore, S7 was revised to allow recordation of other
instruments which relate to state trademark registrations or
applications, such as licenses, securi ty interests or mortgages.



As under the Lanham Act (15 D. C. S1060), the recordation of
an assignment or other such instrument under the Model Bill serves
as prima facie evidence of the execution (transfer of ownership) of
the instrument.

SECTION 9 - CANCELLATION.

In their decisions, courts had refrained from using " common
descriptive " and were using the term " generic . The TLRA (15 D.

S1064) replaced the words " common descriptive " with the more
contemporary term " generic . A registration issued under the Lanham
Act may be canceled if it becomes generic. Thus, the MSTB was
amended to provide that a registration may be canceled if the mark
has become the generic name for the goods or services for which it
has been regi s tered 

SECTION 10 - CLASSIFICATION.

Some states have adopted the old U. S. classification system
while others have converted to the International classification
system. The draft removes direct delineation of prescribed
classification systems and leaves it to state discretion, with the
recommendation that the system used by the DSPTO be adopted.

SECTION 13 - INJURY TO BUSINESS REPUTATION; DILUTION.

Dilution is defined in Sl (K) of the MSTB as: " the lessening ofthe capaci ty of a mark to identify and distinguish goods or
services, regardless of the presence or absence of (a) competition
between the parties, or (b) likelihood of confusion, mistake, or
deception. 

Very often the distinctiveness of a famous mark is diluted
(weakened) when it is used without the owner consent on
dissimilar products. The injury connected with dilution occurs over
an extended period of time, gradually chipping away " at a famous
mark I s foundation. Section 13 establishes cri terion to assist the
judiciary in determining whether a mark is famous.

On January 16, 1996, President Clinton signed into law, the
Federal Trademark Dilution Act of 1995 (P. L. # 104-98). The
federal law does not preempt a state dilution statute. State
dilution laws still apply in cases involving locally famous or
distinctive marks. INTA notes that unlike patent and copyright
laws, federal trademark law presently coexists with state trademark



law, and it is to be expected that a federal dilution statute
should similarly coexist with state dilution statutes.

SECTION 14 - REMEDIES.

Section 14 of the revised Model Bill
remedies for cases involving infringement.

provides addi tional

The court, in its discretion , may now enter judgement for ali
amount not to exceed three times such profits and damages
and/or reasonable attorneys I fees of the prevailing party in
such cases where the court finds the other party commi tted
such wrongful acts with knowledge or in bad faith or otherwise
as according to the circumstances of the case.

This provision is similar to the one contained in the Lanham
Act (see 15 D. C. 1114).

SECTION 17 - FEES.

In the prior version of the MSTB, fees payable under the Model
Bill were directly set forth in the statute. Any changes to the fee
structure required legislative action. In order to provide greater
flexibili ty, 1 7 was added to the Model Bill to allow the Secretary
of State to set fees payable under the Model Bill by regulation.
This change is analogous to the language in the Lanham Act (15

C. 1113).

State applicants have erroneously claimed they were entitledto a refund of the trademark application fee if the state
eventually did not grant the registration. Section 17 resolves any
ambigui ties by explicitly mentioning that the state is not required
to refund any fees.

SECTION 19 - INTENT OF ACT.

The MSTB was patterned after the
appropriate for a court to interpret the
federal decisions under the Lanham Act.
the following section:

Lanham Act and it 
Bill in accordance with
Thus, the revision adds

Intent of Act. The intent of this Act is to provide a system
of state trademark registration and protection substantially
consistent wi th the federal system of trademark registration
and protection under the Trademark Act of 1946, as amended. To



that end, the construction given the federal Act should be
examined as persuasive authority for interpreting and
construing this Act.



MODEL STATE TRADEMARK BILL

An Act to Provide for the Registration and Protection of Trademarks

(Be it enacted , etc.

SEE ALSO: A GUIDE TO UNDERSTANDING THE REVISED MODEL STATE
TRADEMARK BILL

SECTION 1. DEFINITIONS.

(A) The term " trademark" as used herein means any word, name , symbol , or device or any
combination thereof used by a person to identify and distinguish the goods of such person
including a unique product , from those manufactured or sold by others , and to indicate the
source of the goods , even if that source is unknown.

(B) The term " service mark" as used herein means any word , name , symbol , or device or any
combination thereof used by a person , to identify and distinguish the services of one person
including a unique service , from the services of others , and to indicate the source of the
services , even if that source is unknown. Titles , character names used by a person , and other
distinctive features of radio or television programs may be registered as service marks
notwithstanding that they, or the programs , may advertise the goods of the sponsor.

(C) The term "mark" as used herein includes any trademark or service mark, entitled to
registration under this Act whether registered or not.

(D)The term " trade name" means any name used by a person to identify a business or
vocation of such person.

(E) The term "person" and any other word or term used to designate the applicant or other
party entitled to a benefit or privilege or rendered liable under the provisions of this Act
includes a juristic person as well as a natural person. The term "juristic person" includes a
firm, partnership, corporation , union , association , or other organization capable of suing and
being sued in a court of law.

(F) The term "applicant" as used herein embraces the person filing an application for
registration of a mark under this Act , and the legal representatives , successors , or assigns of
such person.

(G) The term "registrant" as used herein embraces the person to whom the registration of a
mark under this Act is issued , and the legal representatives , successors , or assigns of such
person.

(H) The term "use" means the bona fide use of a mark in the ordinary course of trade , and not
made merely to reserve a right in a mark. For the purposes of this Act , a mark shall be
deemed to be in use

(1) on goods when it is placed in any manner on the goods or other containers or the
displays associated therewith or on the tags or labels affixed thereto , or if the nature
of the goods makes such placement impracticable , then on documents associated with
the goods or their sale , and the goods are sold or transported in commerce in this
state , and



(2) on services when it is used or displayed in the sale or advertising of services and
the services are rendered in this state.

(I) A mark shall be deemed to be "abandoned" when either of the following occurs:

(1) When its use has been discontinued with intent not to resume such use. Intent not
to resume may be inferred from circumstances. Nonuse for two consecutive years
shall constitute prima facie evidence of abandonment.

(2) When any course of conduct of the owner, including acts of omission as well as
commission , causes the mark to lose its significance as a mark. 

(J) The term "Secretary" as used herein means the secretary of the state or the designee of
the secretary charged with the administration of this Act.

(K) The term "dilution" as used herein means the lessening of the capacity of a famous
mark to identify and distinguish goods or services , regardless of the presence or absence
of (a) competition between the owner of the famous mark and other parties , or (b)
likelihood of confusion , mistake , or deception.

SECTION 2. REGISTRABILITY.

A mark by which the goods or services of any applicant for registration may be distinguished
from the goods or services of others shall not be registered if it

(A) consists of or comprises immoral , deceptive or scandalous matter; or

(B) consists of or comprises matter which may disparage or falsely suggest a connection with
persons , living or dead, institutions , beliefs , or national symbols , or bring them into
contempt , or disrepute; or

(C) consists of or comprises the flag or coat of arms or other insignia of the United States , or
of any state or municipality, or of any foreign nation, or any simulation thereof; or

(D) consists of or comprises the name , signature or portrait identifying a particular living
individual , except by the individual's written consent;

(E) consists of a mark which

(1) when used on or in connection with the goods or services of the applicant , is

merely descriptive or deceptively misdescriptive of them , or

(2) when used on or in connection with the goods or services of the applicant is
primarily geographically descriptive or deceptively misdescriptive of them , or

(3) is primarily merely a surname , provided , however , that nothing in this
subsection(E) shall prevent the registration of a mark used by the applicant which has
become distinctive of the applicant's goods or services. The Secretary may accept as
evidence that the mark has become distinctive , as used on or in connection with the
applicant' s goods or services , proof of continuous use thereof as a mark by the
applicant in this state for the five years before the date on which the claim of
distinctiveness is made; or

(F) consists of or comprises a mark which so resembles a mark registered in this state or a
mark or trade name previously used by another and not abandoned, as to be likely, when
used on or in connection with the goods or services of the applicant, to cause confusion or
mistake or to deceive.



SECTION 3. APPLICATION FOR REGISTRATION.

Subject to the limitations set forth in this Act, any person who uses a mark may file in the office
of the Secretary, in a manner complying with the requirements of the Secretary, an application
for registration of that mark setting forth , but not limited to , the following information:

(A) the name and business address of the person applying for such registration; and, if a
corporation , the state of incorporation, or if a partnership, the state in which the partnership is
organized and the names of the general partners , as specified by the Secretary,

(B) the goods or services on or in connection with which the mark is used and the mode or
manner in which the mark is used on or in connection with such goods or services and the
class in which such goods or services fall

(C) the date when the mark was first used anywhere and the date when it was first used in
this state by the applicant or a predecessor in interest , and

(D) a statement that the applicant is the owner of the mark, that the mark is in use , and that
to the knowledge of the person verifying the application , no other person has registered
either federally or in this state , or has the right to use such mark either in the identical form
thereof or in such near resemblance thereto as to be likely, when applied to the goods or
services of such other person , to cause confusion , or to cause mistake , or to deceive.

The Secretary may also require a statement as to whether an application to register the
mark , or portions or a composite thereof, has been filed by the applicant or a predecessor
in interest in the United States Patent and Trademark Office; and, if so , the applicant shall
provide full particulars with respect thereto including the filing date and serial number of
each application , the status thereof and , if any application was finally refused registration
or has otherwise not resulted in a registration , the reasons therefore.

The Secretary may also require that a drawing of the mark, complying with such
requirements as the Secretary may specify, accompany the application.

The application shall be signed and verified (by oath , affirmation or declaration subject to
perjury laws) by the applicant or by a member of the firm or an officer of the corporation
or association applying.

The application shall be accompanied by three specimens showing the mark as actually
used.

The application shall be accompanied by the application fee payable to the Secretary of
state.

SECTION 4. FILING OF APPLICATIONS.

(A) Upon the filing of an application for registration and payment of the application fee , the

Secretary may cause the application to be examined for conformity with this Act.

(B) The applicant shall provide any additional pertinent information requested by the
Secretary including a description of a design mark and may make , or authorize the Secretary
to make , such amendments to the application as may be reasonably requested by the Secretary
or deemed by applicant to be advisable to respond to any rejection or objection.

(C) The Secretary may require the applicant to disclaim an unregisterable component of a
mark otherwise registerable , and an applicant may voluntarily disclaim a component of a



mark sought to be registered. No disclaimer shall prejudice or affect the applicant' s or
registrant' s rights then existing or thereafter arising in the disclaimed matter, or the applicant'
or registrant's rights of registration on another application if the disclaimed matter be or shall
have become distinctive of the applicant' s or registrant' s goods or services.

(D) Amendments may be made by the Secretary upon the application submitted by the
applicant upon applicant's agreement; or a fresh application may be required to be submitted.

(E) If the applicant is found not to be entitled to registration, the Secretary shall advise the
applicant thereof and of the reasons therefor. The applicant shall have a reasonable perio
time specified by the Secretary in which to reply or to amend the application , in which event
the application shall then be reexamined. This procedure may be repeated until

(1) the Secretary finally refuses registration of the mark or

(2) the applicant fails to reply or amend within the specified period, whereupon the
application shall be deemed to have been abandoned.

(F) If the Secretary finally refuses registration of the mark, the applicant may seek a writ
of mandamus * to compel such registration. Such writ may be granted , but without costs
to the Secretary, on proof that all the statements in the application are true and that the
mark is otherwise entitled to registration.

(G) In the instance of applications concuITently being processed by the Secretary seeking
registration of the same or confusingly similar marks for the same or related goods or
services , the Secretary shall grant priority to the applications in order of filing. If a prior-
filed application is granted a registration , the other application or applications shall then
be rejected. Any rejected applicant may bring an action for cancellation of the registration
upon grounds of prior or supeIior rights to the mark, in accordance with the provisions of
Section 9 of this Act.

SECTION 5. CERTIFICATE OF REGISTRATION.

Upon compliance by the applicant with the requirements of this Act, the Secretary shall cause a
certificate of registration to be issued and delivered to the applicant. The certificate of
registration shall be issued under the signature of the Secretary and the seal of the state , and it
shall show the name and business address and, if a corporation , the state of incorporation , or if a
partnership, the state in which the partnership is organized and the names of the general partners
as specified by the Secretary, of the person claiming ownership of the mark, the date claimed for
the first use of the mark anywhere and the date claimed for the first use of the mark in this state
the class of goods or services and a description of the goods or services on or in connection with
which the mark is used , a reproduction of the mark, the registration date and the term of the
registration.

Any certificate of registration issued by the Secretary under the provisions hereof or a copy
thereof duly certified by the Secretary shall be admissible in evidence as competent and sufficient
proof of the registration of such mark in any actions or judicial proceedings in any court of this
state.

SECTION 6. DURATION AND RENEWAL.

A registration of mark hereunder shall be effective for a term of five years from the date of
registration and, upon application filed within six months prior to the expiration of such term, in



a manner complying with the requirements of the Secretary, the registration may be renewed for
a like term from the end of the expiring term. A renewal fee , payable to the Secretary, shall
accompany the application for renewal of the registration.

A registration may be renewed for successive periods of five years in like manner.

Any registration in force on the date on which this Act shall become effective shall continue in
full force and effect for the unexpired term thereof and may be renewed by filing an application
for renewal with the Secretary complying with the requirements of the Secretary and paying the
aforementioned renewal fee therefor within six months prior to the expiration of the registraHon.

All applications for renewal under this Act, whether of registrations made under this Act or of
registrations effected under any prior act , shall include a verified statement that the mark has
been and is stil in use and include a specimen showing actual use of the mark on or in
connection with the goods or services.

SECTION 7. ASSIGNMENTS, CHANGES OF NAME AND OTHER INSTRUMENTS.

A. Any mark and its registration hereunder shall be assignable with the good wil of the
business in which the mark is used, or with that part of the good wil of the business
connected with the use of and symbolized by the mark. Assignment shall be by instruments in
writing duly executed and may be recorded with the Secretary upon the payment of the
recording fee payable to the Secretary who , upon recording of the assignment , shall issue in
the name of the assignee a new certificate for the remainder of the term of the registration or
of the last renewal thereof. An assignment of any registration under this Act shall be void as
against any subsequent purchaser for valuable consideration without notice , unless it is
recorded with the Secretary within three months after the date thereof or prior to such
subsequent purchase.

B. Any registrant or applicant effecting a change of the name of the person to whom the mark
was issued or for whom an application was filed may record a certificate of change of name
of the registrant or applicant with the Secretary upon the payment of the recording fee. The
Secretary may issue in the name of the assignee a certificate of registration of an assigned
application. The Secretary may issue in the name of the assignee , a new certificate or
registration for the remainder of the term of the registration or last renewal thereof.

C. Other instruments which relate to a mark registered or application pending pursuant to this
Act , such as , by way of example , licenses , security interests or mortgages , may be recorded in
the discretion of the Secretary, provided that such instrument is in writing and duly executed.

D. Acknowledgement shall be prima facie evidence of the execution of an assignment or
other instrument and, when recorded by the Secretary, the record shall be prima facie
evidence of execution.

E. A photocopy of any instrument refeITed to in Sections A , Bore , above , shall be accepted
for recording if it is certified by any of the parties thereto , or their successors , to be a true and

COITect copy of the original.

SECTION 8. RECORDS.

The Secretary shall keep for public examination a record of all marks registered or renewed
under this Act, as well as a record of all documents recorded pursuant to Section 7.

SECTION 9. CANCELLATION.



The Secretary shall cancel from the register, in whole or in part:

(1) any registration concerning which the Secretary shall receive a voluntary request for
cancellation thereof from the registrant or the assignee of record;

(2) all registrations granted under this Act and not renewed in accordance with the provisions
hereof;

(3) any registration concerning which a court of competent jurisdiction** shall find

(a) that the registered mark has been abandoned

(b) that the registrant is not the owner of the mark

(c) that the registration was granted improperly,

(d) that the registration was obtained fraudulently,

(e) that the mark is or has become the generic name for the goods or services , or a
portion thereof, for which it has been registered

(f) that the registered mark is so similar, as to be likely to cause confusion or mistake
or to deceive , to a mark registered by another person in the United States Patent and
Trademark Office prior to the date of the filing of the application for registration by
the registrant hereunder , and not abandoned; provided, however, that , should the
registrant prove that the registrant is the owner of a concurrent registration of a mark
in the United States Patent and Trademark Office covering an area including this
state , the registration hereunder shall not be cancelled for such area of the state , or

(4) when a court of competent jurisdiction** shall order cancellation of a registration on
any ground.

SECTION 10. CLASSIFICATION.

The Secretary shall by regulation establish a classification of goods and services for convenience
of administration of this Act , but not to limit or extend the applicant's or registrant' s rights , and a
single application for registration of a mark may include any or all goods upon which, or services
with which , the mark is actually being used indicating the appropriate class or classes of goods or
services. When a single application includes goods or services which fall within multiple classes
the Secretary may require payment of a fee for each class. To the extent practical , the

classification of goods and services should conform to the classification adopted by the United
States Patent and Trademark Office.

SECTION 11. FRAUDULENT REGISTRATION.

Any person who shall for himself or herself, or on behalf of any other person , procure the filing
or registration of any mark in the office of the Secretary under the provisions hereof, by
knowingly making any false or fraudulent representation or declaration , orally or in writing, or by
any other fraudulent means , shall be liable to pay all damages sustained in consequence of such
filing or registration, to be recovered by or on behalf of the party injured thereby in any court of
competent jurisdiction.

SECTION 12. INFRINGEMENT.

Subject to the provisions of Section 16 hereof, any person who shall

(a) use , without the consent of the registrant , any reproduction , counterfeit, copy, or colorable



imitation of a mark registered under this Act in connection with the sale , distribution
offering for sale , or advertising of any goods or services on or in connection with which such
use is likely to cause confusion or mistake or to deceive as to the source of origin of such
goods or services; or

(b) reproduce , counterfeit, copy or colorably imitate any such mark and apply such
reproduction , counterfeit , copy or colorable imitation to labels , signs , prints , packages

wrappers , receptacles , or advertisements intended to be used upon or in connection with the
sale or other distribution in this state of such goods or services;

shall be liable in a civil action by the registrant for any and all of the remedies provided in
Section 14 hereof, except that under subsection (b) hereof the registrant shall not be entitled to
recover profits or damages unless the acts have been commtted with the intent to cause
confusion or mistake or to deceive.

SECTION 13. INJURY TO BUSINESS REPUTATION; DILUTION.

The owner of a mark which is famous in this state shall be entitled, subject to the principles of
equity and upon such terms as the court seems reasonable , to an injunction against another
person s commercial use of a mark or trade name , if such use begins after the mark has become
famous and causes dilution of the distinctive quality of the mark, and to obtain such other relief
as is provided in this section. In determining whether a mark is distinctive and famous , a court
may consider factors such as , but not limited to:

(A) the degree of inherent or acquired distinctiveness of the mark in this state;

(B) the duration and extent of use of the mark in connection with the goods and services with
which the mark is used;

(C) the duration and extent of advertising and publicity of the mark in this state;

(D) the geographical extent of the trading area in which the mark is used;

(E) the channels of trade for the goods or services with which the mark is used;

(F) the degree of recognition of the mark in the trading areas and channels of trade in this
state used by the mark' s owner and the person against whom the injunction is sought;

(G) the nature and extent of use of the same or similar mark by third parties; and

(H) whether the mark is the subject of a state registration in this state, or a federal registration
under the Act of March 3 , 1881 , or under the Act of February 20 , 1905 , or on the principal
register.

In an action brought under this section , the owner of a famous mark shall be entitled only to
injunctive relief in this state , unless the person against whom the injunctive relief is sought
wilfully intended to trade on the owner s reputation or to cause dilution of the famous mark. If
such wilful intent is proven , the owner shall also be entitled to the remedies set forth in this
chapter, subject to the discretion of the court and the principles of equity.

The following shall not be actionable under this section:

(A) Fair use of a famous mark by another person in comparative commercial advertising or
promotion to identify the competing goods or services of the owner of the famous mark.

(B) Noncommercial use of the mark.

(C) All forms of news reporting and news commentary.



SECTION 14. REMEDIES.

Any owner of a mark registered under this Act may proceed by suit to enjoin the manufacture
use , display or sale of any counterfeits or imitations thereof and any court of competent
jurisdiction** may grant injunctions to restrain such manufacture , use , display or sale as may be
by the said court deemed just and reasonable, and may require the defendants to pay to such
owner all profits derived from and/or all damages suffered by reason of such wrongful
manufacture , use , display or sale; and such court may also order that any such counterfeits or
imitations in the possession or under the control of any defendant in such case be delivered !9 an
officer of the court, or to the complainant, to be destroyed. The court , in its discretion , may enter

judgment for an amount not to exceed three times such profits and damages and/or reasonable
attorneys ' fees of the prevailing party in such cases where the court finds the other party
committed such wrongful acts with knowledge or in bad faith or otherwise as according to the
circumstances of the case.

The enumeration of any right or remedy herein shall not affect a registrant's right to prosecute
under any penal law of this state.

SECTION 15. FORUM FOR ACTIONS REGARDING REGISTRATION ;SERVICE ON
OUT OF STATE REGISTRANTS.

A. Actions to require cancellation of a mark registered pursuant to this Act or in mandamus
to compel registration of a mark pursuant to this Act shall be brought in the (name of court).
In an action in mandamus, the proceeding shall be based solely upon the record before the
Secretary. In an action for cancellation , the Secretary shall not be made a party to the
proceeding but shall be notified of the filng of the complaint by the clerk of the court in
which it is filed and shall be given the right to intervene in the action.

B. In any actjon brought against a non-resident registrant, service may be effected upon the
Secretary as agent for service of the registrant in accordance with the procedures established
for service upon non-resident corporations and business entities under sections 0: :; of the.

SECTION 16. COMMON LAW RIGHTS.

Nothing herein shall adversely affect the rights or the enforcement of rights in marks acquired in
good faith at any time at common law.

SECTION 17. FEES.

The Secretary shall by regulation prescribe the fees payable for the various applications and
recording fees and for related services. Unless specified by the Secretary, the fees payable herein
are not refundable.

SECTION 18. SEVERABILITY.

If any provision hereof, or the application of such provision to any person or circumstance is held
invalid, the remainder of this Act shall not be affected thereby.

SECTION 19. TIME OF TAKING EFFECT - REPEAL OF PRIOR ACTS; INTENT OF
ACT.

This Act shall be in force and take effect after its enactment but shall not affect any suit
proceeding or appeal then pending. All acts relating to marks and parts of any other acts
inconsistent herewith are hereby repealed on the effective date of this Act, provided that as to any



application , suit , proceeding or appeal , and for that purpose only, pending at the time this Act
takes effect such repeal shall be deemed not to be effective until final determination of said
pending application , suit , proceeding or appeal.

The intent of this Act is to provide a system of state trademark registration and protection
substantially consistent with the federal system of trademark registration and protection under the
Trademark Act of 1946 , as amended. To that end , the construction given the federal Act should
be examined as persuasive authority for interpreting and construing this Act.
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Class Headings

Chemicals used in industry, science and photography, as well as in agriculture , horticulture and
forestry; unprocessed artificial resins , unprocessed plastics; manures; fire extinguishing compositions;
tempering and soldering preparations; chemical substances for preserving foodstuffs; tanning
substances; adhesives used in industry.

Paints , varnishes , lacquers; preservatives against rust and against deterioration of wood; colorants;
mordants; raw natural resins; metals in foil and powder form for painters , decorators, printers and
artists.

Bleaching preparations and other substances for laundry use; cleaning, polishing, scouring and
abrasive preparations; soaps; perfumery, essential oils, cosmetics , hair lotions; dentifrices.

Industrial oils and greases; lubricants; dust absorbing, wetting and binding compositions; fuels
(including motor spirit) and illuminants; candles and wicks for lighting.

Pharmaceutical and veterinary preparations; sanitary preparations for medical purposes; dietetic
substances adapted for medical use , food for babies; plasters , materials for dressings; material for
stopping teeth , dental wax; disinfectants; preparations for destroying vermin; fungicides, herbicides.

Common metals and their alloys; metal building materials; transportable buildings of metal; materials of
metal for railway tracks; non-electric cables and wires of common metal; ironmongery, small items of
metal hardware; pipes and tubes of metal; safes; goods of common metal not included in other classes;
ores.

Machines and machine tools; motors and engines (except for land vehicles); machine coupling and
transmission components (except for land vehicles); agricultural implements other than hand-operated;
incubators for eggs.

Hand tools and implements (hand-operated); cutlery; side arms; razors.

Scientific , nautical , surveying, photographic, cinematographic , optical , weighing, measuring, signalling,
checking (supervision), life-saving and teaching apparatus and instruments; apparatus and instruments
for conducting, switching, transforming, accumulating, regulating or controllng electricity; apparatus for
recording, transmission or reproduction of sound or images; magnetic data carriers, recording discs;
automatic vending machines and mechanisms for coin-operated apparatus; cash registers , calculating
machines , data processing equipment and computers; fire-extinguishing apparatus.

Surgical , medical , dental and veterinary apparatus and instruments , artificial limbs , eyes and teeth;
orthopedic articles; suture materials.

Apparatus for lighting, heating, steam generating, cooking, refrigerating, drying, ventilating, water
supply and sanitary purposes.

Vehicles; apparatus for locomotion by land , air or water.

Firearms; ammunition and projectiles; explosives; fireworks.

Precious metals and their alloys and goods in precious metals or coated therewith , not included in other
classes; jewellery, precious stones; horological and chronometric instruments.
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Musical instruments.

Paper, cardboard and goods made from these materials , not included in other classes; printed matter;
bookbinding material; photographs; stationery; adhesives for stationery or household purposes; artists
materials; paint brushes; typewriters and offce requisites (except furniture); instructional and teaching
material (except apparatus); plastic materials for packaging (not included in other classes); printers
type; printing blocks.

Rubber, gutta-percha , gum , asbestos , mica and goods made from these materials and not included in
other classes; plastics in extruded form for use in manufacture; packing, stopping and insulating
materials; flexible pipes , not of metal.

Leather and imitations of leather, and goods made of these materials and not included in other classes;
animal skins , hides; trunks and travellng bags; umbrellas , parasols and walking sticks; whips , harnessand saddlery. 
Building materials (non-metallic); non-metallic rigid pipes for building; asphalt , pitch and bitumen; non-
metallic transportable buildings; monuments , not of metal.

Furniture , mirrors , picture frames; goods (not included in other classes) of wood , cork, reed , cane
wicker , horn , bone , ivory, whalebone , shell , amber, mother-of-pearl , meerschaum and substitutes for all
these materials, or of plastics.

Household or kitchen utensils and containers (not of precious metal or coated therewith); combs and
sponges; brushes (except paint brushes); brush-making materials; articles for cleaning purposes;
steelwool; unworked or semi-worked glass (except glass used in building); glassware , porcelain and
earthenware not included in other classes.

Ropes , string, nets , tents , awnings , tarpaulins, sails , sacks and bags (not included in other classes);
padding and stuffng materials (except of rubber or plastics); raw fibrous textie materials.

Yarns and threads , for textile use.

Textiles and textile goods , not included in other classes; bed and table covers.

Clothing, footwear, headgear.

Lace and embroidery, ribbons and braid; buttons, hooks and eyes , pins and needles; artificial flowers.

Carpets , rugs , mats and matting, linoleum and other materials for covering existing floors; wall
hangings (non-textile).

Games and playthings; gymnastic and sporting articles not included in other classes; decorations for
Christmas trees.

Meat , fish , poultry and game; meat extracts; preserved , dried and cooked fruits and vegetables; jellies
jams , compotes; eggs , milk and milk products; edible oils and fats.

Coffee , tea , cocoa , sugar, rice, tapioca , sago , artificial coffee; flour and preparations made from
cereals , bread , pastry and confectionery, ices; honey, treacle; yeast , baking-powder; salt , mustard;
vinegar, sauces (condiments); spices; ice.

Agricultural , horticultural and forestry products and grains not included in other classes; live animals;
fresh fruits and vegetables; seeds , natural plants and flowers; foodstuffs for animals , malt.

Beers; mineral and aerated waters and other non-alcoholic drinks; fruit drinks and fruit juices; syrups
and other preparations for making beverages.

Alcoholic beverages (except beers).

Tobacco; smokers ' articles; matches.

Advertising; business management; business administration; office functions.

Insurance; financial affairs; monetary affairs; real estate affairs.

Building construction; repair; installation services.

Telecommunications.

Transport; packaging and storage of goods; travel arrangement.

Treatment of materials.

Education; providing of training; entertainment; sporting and cultural activities.

Scientific and technological services and research and design relating thereto; industrial analysis and
research services; design and development of computer hardware and software; legal services.
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Class 4q

Services for providing food and drink; temporary accommodation.

Medical services; veterinary services; hygienic and beauty care for human beings or animals;
agriculture, horticulture and forestry services.

Personal and social services rendered by others to meet the needs of individuals; security services for
the protection of property and individuals.

Class 43

Class 44
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SUBMISSION OF INTA ON REVISING THE DILUTION ACT

Testimony of Jacqueline A. Leimer, President, International Trademark Association

Before the Subcommittee on Courts, the Internet and Intellectual Property
Committee on the Judiciary
United States House of Representatives

April 22, 2004

I. Introduction

Good morning, Mr. Chairman. My name is Jacqueline A. Leimer. I am chief counsel , global trademc
Foods Global , Inc. and serve as president of the International Trademark Association (I NT A). As dc
offcers , board members and committee members , I serve INTA on a voluntary basis.

INTA supports revision of the Federal Trademark Dilution Act (FTDA)J and encourages Congress tl
legislation that will provide greater clarity regarding protection afforded under the statute , better def
standard of proof for dilution , and strengthen protection for free speech interests. INT A's support fo
the FTDA in this manner comes after a nine-month comprehensive study of dilution law that was ur
a select committee of trademark experts. My predecessor as INTA president , Kathryn Barrett Park

the select committee after the U. S. Supreme Court decision in Moseley v. V Secret Catalogue, Inc.
the court addressed a number of dilution issues , particularly the standard of proof for a dilution clair
honored to have chaired the select committee in my capacity then as the executive vice president c

INT A is a 126-year-old not-for- profit organization comprised of over 4 300 members. It is the larges
! organization in the world dedicated solely to the interests of trademark owners. The membership of
I which crosses all industry lines and includes both manufacturers and retailers , values the essential
: trademarks play in promoting effective commerce , protecting the interests of consumers , and encol

and fair competition. INTA has a long history of making recommendations to the Congress in connE

federal trademark legislation , including: the Trademark Law Revision Act of 1988 (TLRA)3., the

Anticybersquatting Consumer Protection Act of 1999'1, the Trademark Law Treaty , and the Madrid

Implementation Act

II. History of the FTDA

INT A was also a prime advocate for passage of the FTDA , which became law on January 16 , 1996
association believed that a federal dilution statute was needed to protect famous marks because "

enormously valuable but fragile assets , susceptible to irreversible injury from promiscuous use. ".e

The FTDA affords protection that is different from trademark infringement protection. Dilution does
upon the standard test of infringement , that is , the likelihood of confusion , deception , or mistake. Ri
FTDA provides equitable relief to the owner of a famous mark against another person s commercia

mark or trade name that lessens the "distinctive quality of the (famous) mark ,,jt "regardless of the p
absence of (1) competition between the owner of the famous mark and other parties , or (2) likeliho(

confusion , mistake or deception. ,,1Q The statute also sets forth criteria that a court should consider i
determining whether a mark is famous; establishes an injunction as the primary form of relief; and r

I statutory defenses to a dilution claim , In 1999 , Congress granted holders of famous trademarks 
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oppose a trademark application or cancel a trademark registration based on dilution of their marks

II. The Need for Revision of the FTDA

Since its adoption in 1996 , the FTDA has served a valuable role in protecting famous trademarks. 
during the earliest days of online commerce , before Congress passed the Anticybersquattng Cons
Protection Act , the FTDA helped to stem the tide of the registration and traffcking in Internet domai
with the bad-faith intent to benefit from another s trademark. At the same time , however, after more
years , there remain open questions and courts are divided on a number of key dilution-related cone
regarding the intent of Congress when it adopted the FTDA. For example:

(1) What is a famous mark? Some courts have opted to be more "discriminating and selective"J;) in

what is protectable , while others have defined fame more broadly . In particular, should marks tha
only in a "niche" market and , therefore , well known only to a select class or group of purchasers , or
geographic region , qualify as "famous" within the meaning of the present statute? This too is an un:

question

(2) Does the FTDA only protect famous marks that are inherently distinctive , or does it also cover 

marks that have acquired distinctiveness , i.e. , gained secondary meaning over time?l6 In trademar
distinctiveness" refers to the ability of a mark to identify goods or services as originating from a pal

source - either immediately (as in the case of inherently distinctive marks) or only after a significan
time or investment (as in the case of marks with acquired distinctiveness).

(3) Whether tarnishment is covered under the FTDA was a question posed by the Supreme Court il
Moseley decision. This comment was based on the statutory language "dilution of the distinctive qu
famous mark " which , in the view of the court , might not go to injury to the reputation of a famous m

underlying concept of dilution by tarnishment . Notwithstanding this question , tarnishment , along '"

has long been and is still regarded by trademark scholars as one of the "two different dimensions

" (

(4) Finally, what is dilution and how does a famous trademark owner go about proving it? In MoselE
Supreme Court held that the FTDA requires proof of actual harm and that consumers ' mere mental
between the famous and challenged marks, whatever its effect on the famous mark , is generally in!

establish such harm , particularly when the marks in question are not identicalJQ . But , as I will expla
holding is problematic , as it does not account for the need to prevent dilution at its incipiency, befor
effectiveness and reputation of the mark is lost.

These and other key questions , Mr. Chairman , should be answered through a revision of the FTDA
forum shopping or waiting for further costly litigation to provide us with a solution. Congress should
opportunity to better focus the application of the federal dilution statute , while at the same time clari
meaning of the harm the statute aims to prevent , as well as the manner in which a dilution claim is

IV. Revising the FTDA

Below are the principles underlying INTA' s recommendation for a revision of the FTDA. To help the
subcommittee in its review , I have divided these recommendations into four categories: "Qualificatil
Protection," "Blurring and Tarnishment

" "

Safeguarding Free Speech " and "Relief and Preemption.'

A. Qualifications for Protection

INT A believes that fame should remain the critical requirement to qualify for federal dilution
protection. As Jerome Gilson , a leading U.S. trademark law expert has stated , these marks
inspire "abundant good will and consumer loyalty... and federal dilution law protects the

substantial investment necessary to advertise and promote the mark." 2Q A revised dilution
statute should expressly state that famous marks with inherent or acquired distinctiveness 

eligible for protection , because at least one circuit court of appeals has found enough ambi(
in the current statute to exclude famous marks with acquired distinctiveness t and because
designation that "has achieved trademark status only through the acquisition of secondary
meaning is certainly capable of acquiring a greater degree of distinctiveness and achieving
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status of 'famous ' mark.

"?::

While INT A believes that fame should remain the threshold needed in order to qualify for
protection under a federal dilution statute , we do suggest that a revised statute should be m
explicit as to what marks qualify as "famous. " INTA recommends that Congress define the
scope of fame as being limited to marks , whether or not they are registered with the U. S. p,
and Trademark Office , that are "widely recognized by the general consuming public of the
United States." This standard does narrow the set of marks that would qualify for federal dill
protection. But , in our opinion , it is an appropriate step. This new standard would help to
alleviate the "contradictory and inconclusive nature of the existing statutory language an(
legislative history on this issue , which has led to inconsistent decision-making and discomfc
among some judges who feel compelled to render a finding of fame even though the mark i
question is well known to a limited number of people. It will ensure that the broad'protection
against dilution provided for in the statute are available only to the select class of marks for
which improper associations would be most damaging . In addition , we believe this standa
would also allow smaller companies to use marks in their businesses without undue restrict

Under the proposed standard , marks that are famous in a niche product or service market c
that are recognized only in a limited geographic region will not qualify for federal dilution
protection. State dilution laws and , in appropriate cases, infringement and unfair competitiol
statutes , such as 43(a) of the Lanham Act, will afford adequate protection of the senior us
mark in these cases.

INTA considers non-exclusive factors to be a useful guide to mark owners and the judiciary
determining whether a mark is famous. The current FTOA fame factors that a court may
consider are , but are not limited to:

(A) the degree of inherent or acquired distinctiveness of the mark;
(B) the duration and extent of use of the mark in connection with the goods or
services with which the mark is used;
(C) the duration and extent of advertising and publicity of the mark;
(0) the geographical extent of the trading area in which the mark is used;
(E) the channels of trade for the goods or services with which the mark is used;
(F) the degree of recognition of the mark in the trading areas and channels of trade
used by the marks ' owner and the person against whom the injunction is sought;
(G) the nature and extent of use of the same or similar marks by third parties; and
(H) whether the mark was registered under the Act of March 3 , 1881 , or the Act of

February 20 , 1905, or on the principal register.

INTA proposes that the existing fame factors be simplified and replaced as follows:

(A) the duration , extent, and geographic reach of advertising and publicity of the
mark , whether advertised or publicized by the owner or third parties;
(B) the amount, volume , and geographic extent of sales of goods or
services offered under the mark; and
(C) the extent of actual recognition of the mark.

The first and second factors reflect traditional concepts of marketplace recognition that COUI

have applied for decades and incorporate some of the existing factors. The third factor

, "

the
extent of actual recognition of the mark " is meant to incorporate survey evidence , market
research such as brand awareness studies , and even unsolicited media coverage.

Some of the factors contained in the current statutory test are omitted from INT A's proposal
the most part , their absence stems from the fact that they are already accounted for in the
definition itself , or are , in our view , not relevant to the issue of fame. For example , since INl
proposed definition of fame specifies that the mark must be "widely recognized by the gene
consuming public of the United States " the current factors dealing with the geographic exte
use and recognition in the junior user s trading area and channels of trade are no longer
necessary. Because the mere existence of a registration is really not relevant at all to the
question of fame we suggest that it be omitted as well.

B. Blurring and Tarnishment

In INTA' s opinion , famous marks should be expressly protected by statute from the likelihoc
that they will be either blurred or tarnished. A revised statute should be clear on what consti
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a likelihood of dilution by blurring and what constitutes likelihood of dilution by tarnishment.

1. The Incipient Nature of Dilution

First , why should likelihood of dilution be actionable as opposed to actual
dilution? This question was at the heart of the Moseley case. In its decision , the
Supreme Court ruled

, "

the text (of the FTDAJ unambiguously requires a showing
of actual dilution , rather than a likelihood of dilution, In particular, the court
cited Section 43(c)(1) of the Lanham Act , which provides that ' he owner of a
famous mark" is entitled to injunctive relief against another person s commercial
use of a mark or trade name if that use causes dilution of the distinctive quality
of the famous mark?J. The court did , however , hold that proof of actual dilution
does not require a showing of the economic consequences of dilution , such as
lost sales or revenues

INTA submits that a dilution cause of action should not require an actual
provable change in the way consumers think about the famous mark. This
approach , which the Supreme Court adopted based on the language of the
existing FTDA , does not account for the need to prevent dilution at its incipiency,
the core concept underlying the dilution remedy. In the opinion of INTA , the
owner of a famous mark should be able to obtain an injunction against the first
offending use , even if that use has not yet resulted in provable damage to the
mark. Because dilution is a process by which the value of a famous mark is
diminished over time , either by one or multiple users , the owner of the famous
mark should not be required to wait until the harm has advanced so far that, in
the case of blurring, the recognition of the mark , and in a tarnishment case , the
reputation of the mark, is permanently impaired.

Moreover , if the owner of a famous mark must wait years to challenge the
multiple uses that have entered the marketplace in the interim , the defendants in
those cases will be poorly served as well. Junior users will have invested in the
allegedly diluting marks over the course of time , placing their accrued goodwill in
great jeopardy. And , given the great hardship that a junior user could suffer as a
result of delay in challenging the marks , a court could apply the laches defense.
The present FTDA , as interpreted by the Supreme Court , thus presents the
plaintiff with a Hobson s choice: sue too early and lose because the harm is not
yet provable , or sue too late and lose on laches grounds.

Accordingly, the most practical way to express the incipient nature of dilution in a
manner a court will understand , is to expressly phrase the cause of action as a
likelihood of dilution - that is , that the junior use is likely to cause dilution
(whether by blurring or by tarnishment) if allowed to continue unchecked.

2. Dilution by Slurring

INTA recommends a new statutory approach to addressing a claim of likelihood
of dilution by blurring. We recommend that the statute require the owner of a
famous mark to prove a likelihood of association between its mark and the junior
mark , arising from the similarity of the marks , which would impair the
distinctiveness of the famous mark.

Under this test , not just any mental association will suffce - it must be an
association that arises from the similarity (or identity) of the two marks , as
opposed to an association that arises because of product similarities or
competition between the owners of the two marks. Moreover , it is association
that is likely to impair the distinctiveness of the senior mark.

For example , let us assume that the CLOROX mark is "widely recognized by the
general consuming public of the United States." It is a completely made up term
created only for the purpose of functioning as a trademark , not used elsewhere in
the commercial arena , and associated only with a supplier of household cleaning
products and detergents. If another company begins to produce CLOROX
sneakers , there is little question that consumers will draw an association
between the two marks due to their identity and the high degree of
distinctiveness of the mark. This association will over time reduce the
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distinctiveness of the CLOROX mark , i.e. , it will make it Jess likely over time that
consumers will identify the goods and services bearing the name CLOROX as
originating from a particular source. In short , dilution is highly likely, and indeed is
probably already underway, although the impairment to the senior mark may not
yet be manifest.

Another situation would be one where the famous , senior mark is not as
distinctive as CLOROX or the junior mark is not identical or virtually identical to
the senior mark. In this type of situation , courts could use the factors for dilution
by blurring (addressed later) to determine whether the requisite association and
impairment are likely. The use of the likelihood of dilution standard in INTA'
proposal would make clear that relief can be granted based on a court's
assessment of the relevant factors , without proof of actual dilution as pre.sently
required by the Supreme Court in Moseley.

3. Blurring Factors

INT A recommends that a revised federal dilution statute contain non-exclusive
factors to assist courts in determining whether there is a likelihood of dilution by
blurring. A court will need to balance all of these factors , as well as any others it
may deem relevant in order to make a determination as to whether there is a
likelihood of dilution by blurring. INTA proposes that Congress consider the
following:

(1) The degree of similarity between the junior use and the famous mark.
(2) The degree of inherent or acquired distinctiveness of the famous mark.
(3) The extent to which the owner of the famous mark is engaging in substantially
exclusive use of the mark.
(4) The degree of recognition of the famous mark.
(5) Whether the junior user intended to create an association with the famous
mark.
(6) Any actual association between the junior use and the famous mark.

Factor one is self-evident and refers to step one of the blurring analysis: How
similar are the two marks? The less similar the marks , the less likely a consumer
association between the marks.

The degree of inherent or acquired distinctiveness of the famous mark considers
the extent to which the public may identify the mark with a single source. Further
this factor considers whether the mark is sufficiently strong to allow single-source
identification upon initial use of the mark. The more distinctive and memorable
the mark , the more it is likely to be blurred by the use of other identical or similar
marks. The more common or descriptive the mark , the less likely it is to be
blurred by uses of identical or similar marks.

Factor three , the extent to which the owner of the famous mark is engaging in
substantially exclusive use of the mark, asks the court to determine whether
other trademark uses similar to the famous mark already exist in the
marketplace. If , for example , the famous mark is in substantially exclusive use , it
could indicate that the mark's distinctiveness is more likely to be impaired by the
junior use. Conversely, where other similar marks are already in use , it may be
somewhat less likely that the junior use will have the effect of blurring the famous
mark , unless those uses have litte or no visibility to the average consumer.

The degree of recognition is another way of asking, "just how famous is the
famous mark?" The more famous the mark , the more likely it will be memorable
such that the association will be made , and the more likely that the association
will impair the distinctiveness of the mark in the sense of how well it stands out in
the marketplace.

If it is found that the defendant intended to trade on the recognition of the famous
mark , then the defendant presumably used the junior mark with the expectation
that consumers would associate their mark with the famous mark. This factor
operates as an admission by the defendant that the senior mark has a sufficient
degree of fame such that the mark can be blurred , and that the defendant sought
to appropriate that fame to itself in order to direct consumers ' attention toward its
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own mark.

The last factor , actual association , refers to evidence found in surveys , news
items that reference both of the marks , and other evidence that may support a
finding that the requisite association between the marks is likely to occur.

4. Dilution by Tamishment

In light of the ambiguity created by the Supreme Court' s comments in the
Moseleydecision INTA believes that it is important to expressly state in a
revised federal dilution statute that tarnishment is within the scope of the law.
Owners of famous trademarks should be able to protect their significant
investment against negative associations , absent a protectable free speech
interest , which is discussed in more detail below. INTA suggests that a reVised
federal dilution statute find liability for tarnishment if a junior use is likely to harm
the reputation of the famous mark. This standard is used in state dilution statutes
and most courts have capably adjudicated claims of tarnishment under this
standard.

C. Safeguarding Free Speech

INT A believes that it is essential when revising the federal dilution law for Congress to confi
that the rights of famous mark owners do not interfere with free speech protections that are
guaranteed by the First Amendment. To accomplish this goal , we recommend that a revise(
dilution statute expressly provide as an essential element of the cause of action for dilution
whether for dilution by blurring or dilution by tarnishment , that the plaintiff demonstrate that.
defendant is using the challenged mark as a "designation of source" (e. , trademark , trade
name , logo , etc. ) for the defendant's own goods or services.

A requirement of defendant's use as a designation of source will prevent any descriptive fai
use or nominative fair use from falling within the ambit of the revised statute. For examf
defendant using a famous mark to refer to the trademark owner s goods in comparative
advertising, or a newspaper using the famous mark to refer to the mark owner s goods for
purposes of news reporting or commentary, would not qualify as use as a designation of so
for the defendant' s own goods or services , and therefore would not be covered by the statu
all. Moreover, the requirement of use as a designation of source for the junior user s own gc
or services should protect all legitimate parody and satire , even if that parody and satire apl
in a commercial context. It is INT A's strong belief that this requirement is necessary to protE
free speech and to ensure that dilution protection is appropriately limited.

The "designation of source" requirement will serve to strengthen the existing statutory defer
to a dilution claim:

(A) Fair use of a famous mark by another person in comparative commercial advertising or
promotion to identify the competing goods or services of the owner of the famous mark.
(B) Noncommercial use of a mark.
(C) All forms of news reporting and news commentary

These defenses , as interpreted and applied by the courts , have worked well to protect partil
using famous marks as a form of free expression and should therefore remain part of a revi
federal dilution la ii2

D. Relief and Preemption

INTA recommends that an injunction should continue to be the principal form of relief in a
federal dilution claim. The plaintiff should continue to be entitled to remedies set forth in
Sections 35(a) (profits , damages , and cost of the action) and 36 (destruction of goods beari
the registered mark) of the Lanham Act , subject to the discretion of the court and the princir
of equity, if willful intent is proven. However, we suggest that a revised statute specify that il
order to recover damages , willful intent to trade on the recognition of the famous mark must
proved for blurring claims , and willful intent to trade on the reputation of the famous mark m
be proved for tarnishment claims.

INTA believes that a federal dilution statute should not preempt state dilution laws because
preemption would adversely affect the ability of relief for intrastate and regional conduct to t
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extent permitted under state dilution laws. A valid federal registration should , however, be a
complete bar to a state dilution claim. This is the scenario under the FTDA and we recomml
that it remain unchanged in a revised federal dilution statute.

v. Conclusion

Thank you , Mr. Chairman , for the opportunity to testify before the subcommittee. INTA looks forwar
with Congress and interested parties in addressing issues related to the revision of the FTDA.
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